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dent of the EPO 1 37
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866
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also Invalidity action
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Description see Application, European applica-
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Determination of value 14 17
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Dictionary
– patent document as its own dictionary see

Patent document, and Scope of patent protec-
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Differentiation from the state of the art
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patent
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Direct use of patent 8 1, 2 et seqq., 9 et seqq.,
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– natural substance 2 154 et seq., 518; 7 72
– practical applicability 2 164 et seqq.
Disposition 4 13
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Industrial application of genetic sequences,
and Novelty

Documents for the first publication of the
application see Grant procedure

Dogma of assessment in entirety 2 56
Dominant market position see Antitrust law
Double creation see Collision of patents
Double inventor/double invention 3 22, 83,

101, 139, 175
Double patenting 5 185 et seq., 680,

834 et seqq.
Drawing see Application, European application,

and Patent document
Drug target 7 82
Duty of conduct 8 156
Duty to use a patent 1 162, 165, 214

E
eBay see Use of patent – action under another’s

identity
Ecomonics 2 116 et seqq., 641, 645 see also

Invention, Invention and Ban on
patentability

Economic analysis of immaterial goods law
2 116

Economic substitutability 1 9
Electromechanics 2 110
Electronic payment system 2 275
Electrical technology 2 76
Embodiments 8 15 et seqq.
Emerging country 1 12
Employee invention 1 42; 2 613, 647; 3 23, 41,

69, 74, 96, 117, 126, 152, 161; 4 3; 5 289, 877,
1303, 1311; 9 107; 10 74, 98

– suggestions for technical developments of
employees 1 42

Enantiomers 7 63 et seq.
Engineering 2 76
Enlarged Board of Appeal 1 27;

5 1434 et seqq.
Entitlement of a patent 12 109 et seqq.
Equivalence see also Scope of patent protection
– law of utility models 13 110
Equivalent use of patent see Direct use of patent
ETSI declaration 9 278 et seqq.
European appeal proceedings 5 1359 et seqq.
– admissibility 5 1371 et seqq.
– – appealable decisions 5 1372 et seqq.
– – contents of the notice of appeal

5 1387 et seqq.
– – entitlement to appeal 5 1376 et seqq.
– – examination by the EPC 5 1397 et seqq.
– – fees 5 1380 et seqq.
– – grounds for appeal 5 1390 et seqq.
– – period 5 1379

– – request 5 1387 et seqq.
– amendments to the patent application or the

patent 5 1412 et seqq.
– change in the person of the appellant

5 1465 et seqq.
– costs 5 1432 et seq.
– decision 5 1425 et seqq.
– effects of filing an appeal 5 1368 et seqq.
– examination of grounds for opposition in

multilateral proceedings 5 1409 et seqq.
– fees 5 1380 et seqq.
– inadmissible extension 5 1413, 1416 et seq.,

1505, 1509
– intervention 5 1451
– late submission 5 1459 et seqq.
– multilateral proceedings 5 1409 et seqq.,

1415 et seqq., 1452
– object of the proceedings 5 1359 et seqq.
– oral proceedings 5 1418 et seqq.
– – conduct 5 1422 et seqq.
– – preparation 5 1420 et seq.
– overview of the course of the proceedings

5 1366 et seq.
– petition for review by the Enlarged Board of

Appeal 5 1434 et seqq.
– procedural principles 5 1452
– purpose 5 1359 et seqq.
– reformatio in peius 5 1 et seq., 1406 et seqq.,

1415, 1452, 1502 et seqq., 1508, 1536
– responsibility 5 1361 et seqq.
– right to be heard 5 1453
– substantive examination 5 1401 et seqq.
– time limits and failure to observe them

5 1454 et seqq.
– withdrawal 5 1463 et seq.
European application 5 8 et seqq., 13 et seqq.

see also European proceedings for grant
– disclosure 5 133 et seqq.
– abstract 5 47, 128 et seqq., 589 et seq.
– content 5 13 et seqq., 47 et seqq.
– date of filing 5 8, 40 et seq., 62, 65 et seq.,

69 et seq., 118 et seqq., 126 et seq., 132,
138 et seq., 175, 197, 200, 205, 228, 245, 247,
262, 294, 298, 306, 340 et seqq., 345 et seqq.,
363 et seq., 395 et seqq., 401 et seq. 460, 498,
648

– defects 5 127, 200, 310, 348 et seqq.,
397 et seq., 400, 402, 417 et seqq., 422, 435,
442, 435, 442, 444, 474, 483, 507, 516 et seq.,
525, 569, 598, 603, 635, 714, 731, 750

– – description 5 135, 351 et seqq., 403, 615
– – disclosure 5 61, 136, 138, 146 et seqq.,

150, 435
– – drawing 5 126, 135, 351 et seqq., 403, 615,

638
– – electronic document 5 391

Index

1096

beck-shop.de 



– – errors of transcription 5 498, 593, 596,
598, 601

– – fax 5 380 et seqq.
– – linguistic errors 5 498, 593, 596, 598, 601,

638
– – naming of the inventor(s) 5 290 et seqq.,

297
– – patent claims 5 118 et seqq.
– – patent document 5 581
– – right of priority 5 324, 327 et seqq., 331
– – signature 5 530
– – unity 5 167 et seqq., 447 et seqq., 503,

608 et seq., 668 et seqq., 707 et seq.
– description 5 47 et seq., 50 et seqq.,

65 et seqq.
– direct application 5 15, 21, 27, 29, 170, 212,

218, 227, 229 et seq., 241, 323, 419, 431, 447,
473 et seqq., 479 et seq., 483, 509, 514, 699,
709 et seq.

– divisional application 5 88, 171, 173, 177,
196, 205 et seq., 221, 237, 240, 255 et seq.,
286, 291, 314, 336, 418, 420, 450, 645

– – applicant 5 652 et seqq.
– – date of filing 5 255
– – pendency of parent application

5 656 et seqq.
– – period for mandatory divisional applica-

tion 5 667 et seqq.
– – period for voluntary divisional application

5 662 et seqq.
– – subject-matter and content 5 674 et seqq.
– double patenting 5 185 et seq.
– drawings 5 47 et seqq., 55, 60 et seq., 65,

95 et seq., 102 et seq., 118, 121 et seqq.,
129 et seqq., 135, 150 et seq., 175, 194, 211,
213, 345 et seq., 351 et seqq., 403, 422,
427 et seq., 467, 494, 516, 577, 584, 594, 596,
598, 611, 615, 623, 634, 640 et seqq., 644,
646, 684

– effect of a filing 5 395
– electronic filing 5 385 et seqq.
– Euro PCT application see International

application/PCT application
– fax 5 378 et seqq.
– fees 5 202 et seqq. see also European pro-

ceedings for grant – fees
– – additional fee 5 208 et seq., 211,

213 et seqq.
– – claims fee 5 202, 227 et seqq., 421, 455,

562, 570, 575
– – correction 5 283
– – deposit account 5 269 et seqq.
– – designation fee 5 235 et seqq.
– – due date 5 266, 275 et seqq.
– – examination fee 5 243, 508 et seqq.
– – fee for grant see European proceedings for

grant – fees
– – filing fee 5 202, 205 et seqq., 420

– – filing fee for Euro-PCT applications
5 212 et seq.

– – methods of payment 5 268
– – payment date 5 275 et seqq.
– – payment of fees 5 265 et seqq.
– – publication fee see European proceedings

for grant – fees
– – reduction 5 181, 217, 220, 225, 510 et seq.
– – refund 5 220 et seqq., 226, 242, 264,

282 et seqq.
– – renewal fee 5 204, 244 et seqq., 574, 585
– – search fee 5 202, 218 et seqq., 420,

448 et seqq.
– – settlement 5 283 et seq.
– filing date 5 16
– filing of the application 5 361 et seqq.
– filing offices 5 361 et seqq., 363 et seqq.
– form 5 188, 195, 199, 267, 288, 331, 466,

485, 508, 510, 710, 712, 761
– indication of states for which the European

patent application was intended to be effec-
tive 5 235 et seqq.

– international application/PCT application see
International application/PCT application

– language 5 172 et seqq.
– minimum requirements at the filing date see

also European proceedings for grant – exam-
ination on filing

– minimum requirements for the accordance
of a date of filing 5 340 et seqq.

– naming of the inventor(s) 5 41, 195,
286 et seqq., 413, 418, 497

– natural or legal persons 5 29 et seqq.
– natural or legal persons without a place of

residence or business in one of the contract-
ing states 5 40 et seqq.

– obligation to mention the prior art
5 334 et seqq.

– paper form 5 375 et seqq.
– patent claims 5 47 et seq., 55, 61 et seq.,

73 et seqq. see also Patent claim
– – ban on making amendments 5 451, 467,

599, 644
– – categories of claims 5 82 et seqq.
– – chemical formula 5 95, 103
– – clarity of the claims 5 97 et seqq.
– – contradictions between the description

and the claims 5 101, 152
– – date of the filing 5 118 et seqq.
– – dependent claims 5 77 et seqq.
– – description supporting the claims

5 149 et seqq.
– – drawings 5 95 et seq.
– – examples that do not fall within the scope

of the claims 5 152
– – formal requirements to the substance of

the claims 5 95 et seqq.
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– – independent claims 5 77 et seqq.,
90 et seqq., 164 et seqq.

– – mathematical formula 5 95, 103
– – missing claims 5 118 et seqq.
– – subject-matter 5 75 et seqq.
– – table 5 95
– postponement of the date of filing

5 351 et seqq.
– priority see Priority
– procedure immediately following filing

5 393 et seq.
– publication 5 487 et seqq.
– reference to a previous application

5 65 et seqq., 119 et seq.
– refusal of the application 5 10, 50
– regional phase see International application/

PCT application
– request 5 187 et seqq.
– structure 5 50 et seqq.
– text of the application and drawings

5 47 et seqq.
– translation 5 6, 66 et seqq., 173 et seq.,

176 et seq., 180, 182, 213, 313 et seqq.
– unity 5 30, 85, 158 et seqq., 447 et seqq.
European limitation proceedings

5 1728 et seqq.
– decision 5 1752 et seqq.
– examination as to substance 5 1744 et seqq.
– formal request/requirements for admissibil-

ity 5 1732 et seqq.
– – contents of the request 5 1738 et seq.
– – examination of the requirements for ad-

missibility 5 1740
– – fees 5 1741 et seqq.
– – language 5 1735
– – request 5 1728, 1730 et seqq.
European opposition proceedings 5 5,

1094 et seqq., 1098 et seqq.
– accelerating the proceedings 5 1287
– admissibility
– – authorisation 5 1172 et seqq.
– – examining admissibility by the EPO

5 1185 et seqq.
– – fees 5 1150 et seqq.
– – issues specific to public prior uses

5 1181 et seqq.
– – language 5 1157 et seq.
– – mandatory information in the notice of

opposition 5 1159 et seqq.
– – period 5 1145 et seqq.
– – right to file an opposition 5 1140 et seqq.
– – substantiation 5 1175 et seqq.
– – written form 5 1140 et seqq., 1153 et seqq.
– appeal see Appeal proceedings
– change in the person of the opponent

5 1285 et seq.
– change of the patent proprietor during op-

position proceedings 5 1282 et seqq.

– costs 5 1246 et seqq.
– decision 5 1242 et seqq.
– grounds for opposition 5 1105 et seqq.
– – acts of prior use 5 1109 et seqq.
– – inadmissible extension 5 1123 et seq.

see also Inadmissible extension
– – insufficiency of disclosure 5 1122
– – lack of patentability 5 1106 et seqq.
– – no grounds for opposition 5 1125 et seqq.
– intervention 5 1260 et seqq.
– lateness 5 1276 et seqq.
– no grounds for opposition 5 1131 et seqq.
– object 5 1100 et seqq.
– oral proceedings 5 1220 et seqq.
– – preparation 5 1221 et seqq.
– – proceedings 5 1227 et seqq.
– patent proprietor’s options for taking action

5 1210 et seqq.
– purpose 5 1100 et seqq.
– right to be heard 5 1269 et seqq.
– substantive examination of the opposition

5 1196 et seqq.
– – extent 5 1200
– – grounds for opposition 5 1201 et seqq.
– – public prior use 5 1205
– time limits and failure to observe them

5 1274 et seq.
– withdrawal of the opposition 5 1281
– written procedure 5 1210 et seqq.
European Patent Convention
– history 1 24
– scope 1 32
– ratification 1 43
European patent law
– history and recent developments 1 3
– history and current developments

1 26 et seqq.
– sources of law 1 32 et seqq.
European patent pending 12 128
European proceedings for grant 5 3 et seqq.

see also European application
– novelty overflow 5 435
– acceleration of the proceedings

5 760 et seqq.
– amendments to the documents submitted

5 594 et seqq.
– – inadmissible extension 5 612 et seqq.
– – making amendments 5 634 et seqq.
– – procedural limitations 5 602 et seqq.
– – special risks of specific amendments

5 630 et seqq.
– – subject-matter limitations 5 607 et seqq.
– – time limitations 5 597 et seqq.
– – unsearched subject-matter 5 608 et seqq.
– appeal 5 591 et seqq.
– BEST-proceedings (Bringing Examination

and Search Together) 5 424
– certificate 5 577 et seqq.
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– classification 5 461
– correction 5 593, 596, 598, 601, 638 et seqq.

see also European application – defects
– decision to grant 5 571 et seq.
– defects in the course of the examination on

filing 5 348 et seqq.
– effect 5 582 et seqq.
– examination as to formal requirements

5 1 et seqq., 8, 12, 42, 68, 70 et seq., 120, 127,
132, 174, 200, 396 et seqq., 406 et seqq., 423,
598

– examination on filing 5 8, 12, 69, 348,
352 et seqq., 396 et seqq., 401 et seqq.

– examination procedure 5 10, 12, 88, 171,
503 et seqq.

– – auxiliary request 5 535 et seqq.
– – examination communications

5 515 et seqq., 528 et seqq.
– – examination fee see European application

– fees
– – examining divisions 5 7
– – main request 5 535 et seqq.
– – observations by third parties 5 527
– – oral proceedings 5 540 et seqq.
– – request for examination 5 508 et seqq.
– – response options of applicant

5 528 et seqq.
– – resumption 5 568
– fees 5 573 et seqq. see also European appli-

cation – fees
– – designation fee 5 574
– – fee for grant 5 564, 567, 570, 573,

575 et seq., 561
– – fee for publication 5 564, 567, 570, 573,

575 et seq.
– – publication fee 5 561, 1245, 1247,

1753 et seqq.
– further processing 5 742 et seqq.
– natural or legal persons 5 29 et seqq.
– natural or legal persons without a place of

residence or business in one of the contract-
ing states 5 40 et seqq.

– notification of loss of rights 5 420 et seq.
– notification on the intention to grant a

patent 5 259, 465, 471, 537, 554,
558 et seqq., 563, 566 et seqq., 573 et seqq.,
580, 592, 599, 604, 663, 669

– PACE request 5 760
– pamphlet 5 563 et seqq., 558 et seq., 570
– patent description containing mistakes 5 581
– patent document 5 577 et seqq.
– PCT minimum documentation 5 456
– procedure 5 558 et seqq.
– procedure immediately following filing

5 393 et seq.
– publication 5 47
– receiving section 5 7 et seq.
– reestablishment 5 747 et seqq.

– refusal of the application see European
application

– regional phase see International application/
PCT application

– search 5 79, 423 et seqq.
– – applicant’s response to the search report

5 467 et seqq.
– – Euro-PCT applications with a supplemen-

tary European search 5 478 et seqq.,
482 et seqq.

– – restricting the subject-matter due to the
impossibility of carrying out a meaningful
search 5 433 et seqq.

– – restricting the subject-matter in the event
of lack of unity 5 447 et seqq.

– – restricting the subject-matter in the event
of multiple independent claims in the
same category 5 441 et seqq.

– – restricting the subject-matter in the event
that claims fees are not paid 5 455

– – scope of the considered state of the art
5 456 et seqq.

– – search opinion 5 464 et seqq., 468 et seqq.
– – search report 5 222, 459 et seqq.,

467 et seqq.
– – subject-matter of the search 5 427 et seqq.
– search division 5 7, 9 et seqq., 12
– search fees see European application – fees
– search results of the applicant 5 334 et seqq.
– time limits and failure to observe time limits

5 713 et seqq.
– – calculation of periods 5 717 et seqq.
– – extension of a time limit 5 726 et seqq.
– – failure to observe a time limit

5 738 et seqq.
– – observation of a time limit 5 733 et seqq.
– translation requirements for contracting

States 5 584
European revocation proceedings

5 1728 et seqq.
– decision 5 1751
– examination as to substance 5 1744 et seqq.
– formal request/requirements for admissibil-

ity 5 1732 et seqq.
– – contents of the request 5 1738 et seq.
– – examination of the requirements for

admissibility 5 1740
– – fees 5 1741 et seqq.
– – language 5 1735
– – request 5 1728, 1730 et seqq.
European Single Market 1 199 et seqq.
Ex-post-consideration see Inventive step
Examination procedure see Grant procedure

and European proceedings for grant
Exclusion from protection see Ban on patent-

ability
– law of utility models 13 37 et seqq.
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Exclusive license 1 104, 129, 158; 3 87;
4 70 et seq.

– constitutive transfer of rights 4 71
– constitutive transfer of rights 4 80
– further transfer 4 99 et seqq.
– insolvency see Insolvency
– right in rem 4 80
– right to bring an action 4 71, 80
– sub-licensing 4 94 et seq.
Exclusive license see also Creditor (patent

infringement)
Execution example see Patent document
Executive body liability see Vicarious liability
Exhaustion 1 74; 9 48 et seqq.
– biological material 7 136, 150 et seqq.
– burden of proof 9 97
– consent 9 61 et seqq.
– European exhaustion 1 205 et seqq.;

9 87 et seqq.
– international exhaustion 1 210; 9 96
– procedural aspects 9 97
– process claims 9 91 et seqq.
– putting on the market 9 54 et seqq.
– scope of exhaustion 9 64
– scope of exhaustion and ban on new manu-

facture 9 65 et seqq.
Exhibition protection 2 378; 13 56
Expert see Person of average skill in the art
Expert interpretation
– invalidity action 9 166
– scope of protection 6 26, 37, 41 et seqq., 137,

190
Exploitation rights 8 19 et seqq., 47 et seqq.
Extension law 1 21; 13 6

F
Farmers’ privilege 7 136, 159 et seqq.
– accidental reproduction 7 190 et seqq.
– animal reproductive material 7 184 et seqq.
– crops 7 160 et seqq.
– farm animals 7 184 et seqq.
Fault 10 64 et seqq.
– civil law 1 66
– common law 12 156 et seqq.
– law of utility models 13 123
Feature analysis/comparison of features

6 68 et seqq., 153; 8 10
Federal Patent Court
– history 1 18
Fees see Application, European application,

European proceedings for grant, and Law of
utility models

Fiction of withdrawal 5 1071 et seq., 1126,
1513

Figures and dimension specifications
6 174 et seq.

Final declaration 10 35
First international patent protection congress

1 14
First-to-file principle 1 15 et seq.; 3 101
First-to-invent principle 3 101
Forfeiture 9 290 et seqq.
Forms 2 206 et seqq.
Forms see also Ban on patentability – plans,

rules and proceedings for intellectual activities
Forms of transfer of rights 4 8 et seqq.
– full rights transfer 4 8
– limited transfer of rights 4 9 et seqq.
– licenses 4 9
– fracture 4 10
– usufruct 4 10
– right of lien 4 10
“Formstein objection” 6 183 et seqq.
– law of utility models 13 116
Formulation patents 14 97 et seqq. see also

Supplementary protection certificate
FRAND offer 9 236, 241, 247, 274 et seqq.,

277 et seqq.
– procedural aspects 9 267 et seqq.
– FRAND declaration 9 277 et seqq.
– ETSI declaration 9 278 et seqq.
FRAND-term 1 116
Fraudulent abstraction
– objection 9 205 et seqq.
Fraudulent intent in patent infringement pro-

ceeding 3 198 et seqq.
Fraudulent patent see Antitrust law
Free movement of goods 1 50, 199 et seqq.
Free movement of services 1 50, 199 et seqq.
Freedom to operate 1 8, 164, 223
Exemtion (TFEU) see Antitrust law
Full transfer 4 35 et seqq.
– failure to perform 4 55 et seq.
– form 4 37 et seq.
– purchase of rights 4 40
– warranty in law of sales 4 40 et seqq.
– – compensation for damages 4 49, 54
– – defect in quality 4 42 et seqq.
– – defect in title 4 52 et seq.
– – possession of the invention 4 46
– – reduction 4 48, 54
– – repudiation 4 48, 54
– – statutory period of limitation 4 50
– – subsequent performance 4 47, 54
– – warranty exemption 4 51
Further processing 8 20 et seq., 44, 69
Fusion control see Antitrust law

G
Galenics 14 97
Gattermann 2 167
General inventor right 1 62
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Generic medication
– pay-for-delay agreement 1 105 et seqq.
– pharmaceutical sector enquiry of the

European Commission 1 97, 160
– Roche Bolar Rule 9 35 et seqq.
Generic products 14 4 et seq.
Generics see also Supplementary protection cer-

tificate
Genetic information 7 24, 30, 139 et seq., 148
Geometrical form (patent law) 2 184
German Constitution 1 62 et seqq.
Globalisation 1 10
Good morals see Obstacles to protection
Grace period 1 16; 12 130
Grant procedure 5 764 et seqq.
– amendments to the documents submitted

5 1010 et seqq.
– – implementation 5 1024
– – restrictions regarding the nature of

amendments 5 1012, 1015 et seqq.
– – time limits 5 1012 et seqq.
– appeal 5 1008
– application see Application
– application papers 3 11
– correction 5 1009, 1013, 1025 et seq. cor-

rection see also Application – defects
– duration of the proceedings 5 769
– European application see European applica-

tion
– European grant proceedings see European

proceedings for grant
– examination as to obvious defects 2 709;

5 766, 796, 800, 811, 817, 824, 830, 843,
921 et seqq., 953, 964 et seq., 1013, 1076

– examination procedure/substantive exami-
nation 5 766 et seqq., 796, 800, 817, 824,
830, 843, 845, 853, 880, 942 et seq., 945, 950,
964 et seqq.

– – alternative forms of dialogue 5 988
– – applicant’s options for reacting to the ex-

aminer’s communication 5 990 et seqq.
– – examination communication

5 979 et seqq.
– – hearing 5 993 et seqq.
– – observations by third parties 5 989
– – overview 5 964 et seqq.
– – request 5 969 et seqq.
– – responsibility 5 965
– fees 5 844 et seqq. see also Application
– grant 5 1001 et seqq.
– manner of payment 5 880
– overview 5 765 et seqq.
– publication of application 5 931,

958 et seqq., 1004
– refusal of the application see Application
– reinstatement see Grant procedure – time

limits and failure to observe time limits

– responsibility 5 765
– search 5 766 et seq., 825, 845, 921,

942 et seqq., 985
– – authority 5 773
– – fees see Grant procedure – Fees
– – report 5 943, 953, 956 et seq., 971, 1076
– – request 5 841, 845, 854, 944 et seqq., 957,

971, 1044
– – scope of consideration of prior art

5 954 et seqq.
– – subject-matter 5 951 et seqq.
– time limits and failure to observe time limits

5 1079 et seqq.
– – further processing 5 1085 et seqq.
– – reinstatement 5 1088 et seqq.
Grant procedure see also Application
Grey market goods 12 31 et seq.
Guarantee of ownership 1 62; 3 15; 9 10, 20
Guidelines for examination in the EPO 1 34
Guidelines on horizontal cooperation

1 116 et seq., 132, 136
Guidelines on the applicability of Article 101

TFEU to horizontal co-operation agree-
ments 1 141

Guidelines on vertical agreements 1 137
Guidelines on vertical restrictions 1 140

H
Hamburg Custom 10 32
Hardcore restrictions 1 122 et seqq.,

129 et seqq., 134, 140
Hardware see Computer implemented inven-

tion/computer program
Holistic approach see Invention
Human body see Biological invention
Human embryo 7 25, 38, 84 et seqq., 186
Human mental activity 2 80 et seq.
Hybrid 2 356, 726; 7 40, 42, 46, 81, 167

I
Imitation 1 8 et seq., 94, 108, 170
– ancillary unfair competition protection

1 82 et seqq.
– competition by means of imitation 1 8, 170
– economic substitutability 1 9
– production and trade of imitations 1 92
– risk of imitation 1 9
Immaterial damages 3 13; 10 63
Immediate acknowledgement 3 197; 5 1623
Imperfect absolute intellectual property right

14 133 et seq.
Imperfect absolute immaterial right 3 22
Imperial Patent Act 1 14 et seqq.
Imperial Patent Office 1 14, 17; 2 73, 197
Import see Direct use of a patent – import
Importation ban 1 212; 9 88
Impurity 8 20
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Inadmissible extension 2 428, 528,
654 et seqq., 656, 659; 5 612 et seqq.,
1123 et seqq., 1300, 1413, 1416 et seq., 1505,
1509, 1559

– law of utility models 13 82
Incitement see Direct use of a patent – incite-

ment
Incorporated by reference (in its entirety)

2 457
Independent proceedings for taking evidence

1 30
Indication as to purpose see Patent claim
Indication patents see Supplementary protec-

tion certificate
Indirect use of a patent 8 72 et seqq.
– caims for information and accounts

10 227 et seqq.
– claim for unjust enrichment 10 158 et seq.
– complicity and participation 8 72, 75,

129 et seqq., 147 et seq., 165
– contractual obligation 8 124
– CPC 8 73
– damage calculation 10 139 et seq.
– delivery 8 165
– destruction claim 10 255
– determination of means 8 98 et seqq., 107,

115
– digitally processed data 8 86
– double connection with Germany

8 114 et seq.
– electricity 8 86
– EPC 8 73
– equivalent means 8 91
– incitement 8 110, 113, 133
– independent absolute offence 9 26
– independent absolute offence threatening the

rights of the proprietor 8 74, 127
– individualisation with respect to the function

of the invention 8 87, 103, 107
– intellectual means 8 85
– intended purpose 8 84
– interaction 8 102
– knowledge 8 80, 104 et seqq., 110
– license 8 119, 123
– limitations 8 97, 122, 163
– means 8 83 et seqq., 91, 167
– nature of the means 8 78, 87, 102, 115
– neutral conduct with regard to the patent

8 103
– normative approach 8 103
– objective suitability of the means 8 80,

90 et seqq., 106, 109
– obviousness 8 104, 109 et seq.
– offering 8 79, 83, 93 et seq., 114
– perpetrator 8 117 et seqq.
– placing in circulation 8 95
– products which are generally commercially

available 8 110 et seqq.

– provisions to prevent infringement 8 165
– recall claim 10 255
– reimports 8 115
– relevant time for assessment 8 116
– replacement parts 8 125, 128
– risk threshold 8 102 et seq.
– scope of protection 8 74 et seqq., 81 et seq.,

87, 122
– software 8 86
– state of the art 8 89
– supplying 8 79, 83, 93, 95 et seq., 114
– two-step process 8 92
– typology of features of the constituent

elements 8 77 et seq.
– use claims 8 126 et seq.
– precaution against violation 8 101
– wilful intent 8 105, 108
Individual preparation of medical drugs 9 39
Industrial application 2 299 et seqq.
– biological invention 2 78 et seq., 309 et seqq.
– chemical invention 7 78 et seq.
– industry (terminology) 2 302
– intermediate chemical products 2 306
– law of utility models 13 36
– state activities 2 305
Industrial applicability of genetic sequences

2 309 et seqq.; 7 79
– indication as to function see Patent claim
– specified purpose 2 312
Industrial property law 1 4
Industrial standard 1 115, 146 et seq.; 9 256;

10 105; 12 35
Inevitable features and interim results see Sate

of the art
Information society 1 10
Information technology 1 8; 2 277
Infringement appeal 6 34
Infringer 10 11 et seqq.
– persons involved 10 13
– direct patent infringers 10 13
– indirect patent infringers 10 14
– interferer 10 15 et seqq.
– several debtors 10 19 et seqq.
– interrupter see also Interference liability
Injunctive relief 10 24 et seqq.
– several debtors 10 29 et seqq.
– risk of first perpetration 10 37 et seqq.
– personal extent of the risk of perpetration

10 44 et seqq.
– extent of the cease and desist obligation

10 45 et seqq.
– claim for injunctive relief in indirect patent

infringement 10 53 et seqq.
Inspection proceedings see Taking of evidence
Instruction to the human mind see also Ban on

patentability – plans, rules and proceedings
for intellectual activities
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Intellectual activity see Ban on patentability –
plans, rules and proceedings for intellectual
activities

Intellectual property
– terminology 1 4, 5
economical relevance 1 10
intellectual property rights 1 75 et seqq.
– terminology 1 4, 5, 92
Intellectual property rights see Intellectual

property
Intended use see Direct use of a patent – use
Interest in a declaratory judgement see Proce-

dural document
Interest in confidentiality 6 143
Interest in secrecy 8 65; 10 174; 12 114
Interference liability 8 1, 129, 149 et seqq.,

159 et seqq.
Interference liability see also Use of a patent –

interference liability
Intermediate product see Process patent
International application/PCT application
– ban on processing 5 205, 240, 774, 848,

1069 et seqq.
– content 5 28
– direct application see European application
– Euro PCT application 5 15 et seqq., 21,

212 et seq., 227, 323, 334, 419, 421 et seq.,
425, 426, 432, 468, 478 et seqq., 482 et seqq.,
513 et seq., 661, 685 et seqq., 699, 705, 709,
712, 763

– examination procedure 5 1076
– fees 5 25, 27, 774, 1069 et seq., 1076
– filing date 5 21
– form 5 28
– German application 5 772 et seqq.,

1069 et seqq.
– law of utility models 13 71 et seq.
– naming of the inventor(s) 5 1075
– period 5 25, 27, 1069
– preliminary examination 5 23 et seq.
– prohibition to process 5 25, 27
– receiving office 5 20, 773, 1070 et seq.
– regional phase 5 17, 19, 25, 17 et seqq., 170,

205 et seq., 213, 215, 218, 223, 229, 231, 234,
240 et seq., 251, 293, 323, 334, 420, 426, 432,
454, 478, 480 et seq., 484 et seq., 508, 513,
563, 661, 685, 687, 689, 691, 693, 706,
709 et seq., 712, 763, 1070 et seq.

– search 5 22, 24
– search division 5 19
– time limit 5 774
– translation 5 25, 27, 774, 1069 et seq.
– written statement of the International

Searching Authority 5 22, 14
International application/PCT application

1 46; 5 1, 15 et seqq., 67, 772 et seqq.
– receiving office 1 43

International civil aviation 9 46 et seq.
– law of utility models 13 105
International exhibition see Disclosure
International trade 1 10
Internet Service Provider 1 48; 8 137, 140, 143,

160, 162 169 see also Commercial obligations
Interpretation of patents see Scope of patent

protection
Intervention in the European patent grant

procedure 3 226 et seqq.
– period 3 229
– priority 3 231
– prohibition on withdrawal 3 228
– second filing 3 231
– staying the proceedings for grant 3 227
– triple choice 3 229 et seqq.
Invalidity action 9 159 et seqq.
– conditions 9 165 et seqq.
– infringement proceedings of first instance

9 168 et seqq.
– – behaviour of the defendant 9 178 et seq.
– – decision or opinion from the nullity action

9 172
– – defeat for patent proprietor and claimant

in first-instance infringement proceedings
9 181

– – enforcement of a limited version of the
claim 9 185 et seqq.

– – grounds for nullity 9 177
– – public prior use 9 176
– – victory for the patent proprietor and clai-

mant in first-instance infringement pro-
ceedings 9 182 et seq.

– infringement proceedings of second instance
9 180 et seqq.

– infringement proceedings of third instance
9 184

– law of utility models 13 94 et seqq.
– preliminary injunction proceedings

9 195 et seqq.
Invention 2 1 et seqq.
– “Red Dove Formula” see “Red-Dove-For-

mula”
– “striking a balance” 2 17
– technical usefulness 2 96, 99, 669,

679 et seqq., 760 et seqq.
– achievement-related consideration 2 1, 7, 9,

15 et seqq., 26 et seqq., 37 et seqq.,
42 et seqq., 47, 49, 53, 56, 61, 63, 288

– address book 2 75
– animal breeding 2 73
– announcement 3 6 et seqq., 15
– assessment in entirety 2 59 et seqq.
– balanced consideration approach

2 62 et seqq.
– being finished 2 96, 99
– biological/biotechnological invention see

Biological invention
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– business method 2 118
– business model 2 74, 78, 221, 225,

229 et seqq., 237 et seqq.
– business model see also Ban on patentability

– plans, rules and proceedings for intellectual
activities

– business model 8 144
– calculation of logarithms 2 75
– calculation technique 2 75
– chemical invention see Chemical invention
– commercial criteria 2 116 et seqq.
– completeness 2 615, 619, 622 et seq., 637,

665, 669, 674, 679, 682 et seq., 699,
706 et seq., 712 et seq., 766 et seqq.;
3 6 et seqq., 141, 204

– computer program 2 61
– DNA or priority sequence 7 116 et seqq.
– DNA sequence 2 148; 7 73 et seq.
– dogma of assessment in entirety 2 7, 16, 57,

64, 182
– dynamic openness 2 10 et seqq., 45,

65 et seqq.
– economic criteria 2 116 et seqq.
– engineering 1 1; 2 76, 110, 201, 225, 258
– feasibility of chemical and biological inven-

tions 7 80 et seqq.
– genetic/- priority sequence 1 81
– identifiability of a teaching to be protected

2 688
– limiting function 2 2 et seqq., 16, 58,

66 et seq., 115
– medical drug 2 109, 376
– mistakes in the patent application

2 634 et seqq.
– non-invention see Ban on patentability
– pharmaceutical invention see Pharmaceutical

patent
– phenotypical consideration 2 7 et seq., 16,

57 et seq.
– physical invention see Physics
– plant development/plant breeding 1 29,

79 et seq.; 2 73
– polytechnic 2 76
– prima facie examination 2 38
– programme schedule 2 75
– progressiveness 2 100 et seqq., 109, 194, 687
– realisability 2 648 et seqq., 663 et seqq.,

669 et seqq., 681, 748 et seqq.; 3 141
– – biotechnology 2 777 et seqq.
– – examination as to obvious deficiencies

2 709
– – opposition proceedings 2 710
– – relation to other patentability criteria

2 691 et seqq.
– – relation to the requirement of sufficient

disclosure 2 696 et seqq.
– reliability 2 108 et seq.

– repeatability 2 107 et seqq., 113 et seqq.,
669, 679, 684 et seq., 774 et seqq.

– sequences or partial sequences of a gene
5 63, 103

– social usefulness 2 103 et seqq., 686
– technical problem see Technicity
– technical solution see Technicity
– technology/technicity see Technicity
– feasibility 2 96, 99
Invention of compound/mixture of sub-

stances/compound patent 2 91, 93, 331;
7 28 et seqq., 87 et seqq.

– substances for medical procedures
2 376 et seqq., 529 et seqq., 636 et seqq.

Inventions on the job 1 42
Inventive process 3 1, 5 et seqq., 23, 30
Inventive step 2 534 et seqq.; 13 29 et seqq.
– actual contribution of the invention

2 545 et seqq., 547, 549, 573
– alternative solution 2 574 et seq.
– appeal on a point of law 2 539
– assessment 2 536 et seqq.
– auxiliary consideration/ancillary criteria see

Auxiliary consideration/ancillary criteria
– bonus effect 2 560, 588
– burden of proof 2 329
– chemical compound invention 2 605, 626,

653
– chemical formula 5 95, 103; 7 90, 96
– chemical invention 7 51
– closest prior art 2 562, 567, 569 et seqq.
– combination of documents 2 556 et seqq.,

278 et seqq.
– combination of features 2 484, 542, 556,

601 et seqq.
– consistent subject-matter 2 542 et seqq.
– could-would approach 2 567, 577 et seqq.
– court expert 2 538
– criteria 2 559 et seqq.
– date of the examination 2 548 et seq.
– description of effect 2 589
– description of function 2 589
– diligence 2 546
– disregarding of features in the examination

2 543
– DNA sequence 7 74
– equivalent 2 595
– evidence 2 606, 611
– ex-post approach 2 548, 551
– ex-post-facto 2 571, 581
– court expert see also Person of average skill in

the art
– extent of discovery see Discovery
– general (technical) knowledge 2 553, 261,

281
– infringement proceedings 2 535
– intermediate product 2 594, 605
– invention of chemical compounds 2 593
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– inventive step (law of utility models) see
Inventive step (law of utility models)

– legal sources 2 330 et seqq.
– mathematical formula 5 95, 103
– mosaic-like consideration 2 484, 556; 5 891
– most pertinent prior art 2 547
– motivation for making considerations in the

direction of the invention 2 565 et seqq.
– neighbouring or broader general technical

fields 2 592
– non-obviousness 2 536, 559 et seqq.
– non-prejudicial disclosure 2 552 see also

Disclosure
– nullity proceedings 2 535
– one-way-street situation 2 560, 582, 588
– optimisation measures 2 596
– partial problem 2 542, 576, 583
– patent applications with an earlier date of

priority that were published later 2 551
– patent claim 2 540 et seq. see also Patent

claim
– person skilled in the art 2 557 et seqq.
– point of law 2 538
– problem-and-solution approach

2 568 et seqq., 643
– questions of evidence 2 566
– question of fact 2 539
– relations to other legal requirements

2 639 et seqq.
– relevant prior art 2 550 et seqq.
– routine testing and experimentation

2 596 et seq.
– segmented approach 2 542
– signs of evidence 2 563; 8 107
– subsequently published patent applications

with an earlier priority see also State of the
– substances for medical processes

2 636 et seqq.
– synergistic effect 2 576, 601 et seq., 614
– systematic trials 2 546
– technically unsound teaching 2 543
– technical improvement 2 574
– tests 2 596
– transfer invention 2 600
– typical professional practice 2 585 et seqq.
– unexplored field 2 604
Inventor 3 1 et seqq.
– derived acquisition 3 40 et seq., 44
Inventor designation 3 2
Inventor principle 3 44, 102
Inventor’s right 3 1 et seqq., 23
– law of utility models 13 44 et seqq.
– proxy acquisition 3 44

J
Joint inventors’ rights see Co-inventor
Joint liability 8 52

Joint and several liability (patent infringement)
8 131, 159; 9 63, 298; 10 20 et seqq., 140

Judgment
– publication 10 268 et seqq.

K
Kit-of-parts 2 504
Know-how
– differentiation from patent law 1 89 et seqq.
– justification of know-how protection

1 91 et seqq.
– license agreement 4 124
– patent management 1 220
– reasons for know-how protection next to

patent protection 1 91 et seqq.
– Technology Transfer Block Exemption Reg-

ulation see Antitrust law

L
Land transport 9 42 et seqq.
– law of utility models 13 105
Later application 3 167
Law against unfair competition
– differentiation from patent law 1 82 et seqq.,

88, 93
Law for streamlining and modernising patent

law 1 31
Law of utility models 13 1 et seqq.
– appeal proceedings 13 99 et seq.
– application 13 46 et seqq.
– biotechnological invention 13 16
– branch-off registration 13 67 et seqq.
– cancellation proceedings 13 76 et seqq.
– costs in appeal proceedings 13 101
– costs in cancellation proceedings 13 101
– development of European Law 13 7 et seqq.
– differentiation from patent law 13 4
– effect 13 102 et seqq.
– exemptions from protection 13 15 et seqq.
– expansion of the scope of protection 13 86
– fees 13 73 et seq.
– formation 13 46 et seqq.
– grounds for refusal of protection

13 37 et seqq.
– historical development 13 5 et seq.
– importance 13 3 et seq.
– inadmissible extension 13 82
– indirect process protection 13 40
– international application for utility model

13 71 et seq.
– invalidity action 13 94 et seqq.
– inventor’s rights and invention ownership

13 44 et seqq.
– limitations 13 105 et seqq.
– limited scope of review 13 61 et seqq.
– objections in infringement actions 3 111
– – liability to cancellation 13 112 et seqq.
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– – free state of the art (“Formstein Objec-
tion”) 13 116

– – further objections 13 118
– – unlawful usurpation 13 117
– obvious prior use 13 24
– pseudo right 13 65, 92, 111
– relationship between cancellation proceeding

and infringement litigation 13 93 et seqq.
– requirements for protection 13 12 et seqq.
– – commercial applicability 13 36
– – inventive step 13 29 et seqq.
– – novelty 13 18 et seqq.
– – spatial form 13 6, 13, 32
– scope of protection 13 102 et seqq.
– senior right 13 54 et seqq.
– subject-matter 13 1
– technical invention 13 12 et seqq.
– terminology 13 1, 73
– waiver 13 75
Laws governing costs and fees 1 41
Legal effect 5 1580
Legal force 3 106, 168 et seq., 212 et seqq.;

10 280
Legal sources 1 32 et seqq.
Legal transfer objects 4 4 et seqq.
– European patent 4 5
– personal right of the inventor 4 6
– right to the grant of a patent 4 4
– right to the patent 4 4
Liability see Vicarious liability, and Use of a

patent
Liability for employees, representatives and

vicarious agents
– due diligence 8 175 et seqq.
– liability of executive bodies 8 172 et seqq.
License 4 1 et seqq.
– compulsory license see Compulsory license
– consent 4 78
– cross-license 1 226
– exclusive license 4 57 et seqq. see Exclusive

license
– form 4 63 et seq.
– further transfer see Further transfer of

licenses
– infringement of the executory agreement

4 133 et seqq.
– law of utility models 13 119 et seqq.
– legal provision 4 58 et seqq.
– license analogy see Damage calculation
– license denial 1 173 et seqq.
– license fees 1 167; 4 116, 158
– market dominance on the license market

1 148 et seqq., 161
– meaning 4 57
– negative licenses 4 77
– patent infringement 4 133 et seqq.
– patent utilisation 1 221 et seqq.

– protection against interim dispositions see
Protection against interim dispositions

– refusal to grant a license 1 95, 167
– restraint of competition by way of licensing

1 102 et seqq., 116, 120 et seqq.,
148 et seqq., 156, 158

– royalty payment 3 152
– sole license 1 103
– sub-license see Sub-license
– supplementary protection certificate see

Supplementary protection certificate
– technology pool 1 114 et seq.; 9 355 et seqq.
– termination 4 211 et seqq.
– transfer of rights see Transfer of rights
License analogy see Damage calculation
License contract 4 107 et seqq.
– decision 5 1767 et seqq.
– delimitation to other procedures

5 1722 et seqq.
– distribution license 4 121 et seq.
– effect 5 1726 et seq.
– European limitation proceedings see

European limitation proceedings
– expiration clause 4 114
– fees 5 1765
– formal requirements/requirements for ad-

missibility 5 1762 et seqq.
– freedom of contract 4 10
– group corporation license 4 111
– know-how 4 124
– license for use 4 123
– non-challenge clause 4 125 et seq.
– operating license 4 109
– payment modalities 4 116
– personal license 4 110
– production license 4 118 et seq.
– purpose 5 1718 et seqq.
– requirements as to substance 5 1766
– restraint of competition 4 127 et seqq.
– rights of use 4 117 et seqq.
– splitting up agreements to license

4 136 et seqq.
– terminology 4 113 et seqq.
– territory subject to a license 4 112
– warranty 4 130 et seq.
Limitation proceedings 5 1718 et seqq.,

1759 et seqq.
Limitations on sales 1 104
Limitations on use 1 104
Limited version of the claim 9 185 et seqq.
London Agreement on the Application of

Article 65 EPC 1 36
Luxembourg Conference 1 24; 2 126 et seqq.

M
Law of utility models 13 40
Management and business organisation 2 221
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Manufacturing processsee 2 111, 356, 358,
388, 516 et seq., 695, 713, 755; 5 63, 1216;
6 61, 63, 85, 87, 89 et seq.; 7 1, 5 et seqq., 12,
31, 50, 53, 58, 60, 62, 64, 72, 82, 88 et seq.,
122 et seq., 125, 127 et seq.; 8 47 et seq., 50,
56 et seqq., 60, 63; 13 39 et seq., 81 see also
Direct use of a patent, and Process patent

Maritime transport
– law of utility models 13 105
Market share threshold 1 121, 128, 134
Markush formula 2 368; 6 84; 7 65 et seq.
Maschinensatz-decision 9 187 et seqq.
Mathematical method or mathematical

algorithm see Ban on patentability
Measurement see Figures and dimension

specifications
Medical drug
– invention 2 109, 376
– objection 9 39
Medical indication 1 28
– first medical indication 2 636, 705
– – patent claim 7 105 et seqq.
– – novelty and inventive step 7 51, 54 et seq.
– second medical indication 2 636, 705
– – patent claim 7 109 et seqq.
– – novelty and inventive step 7 56 et seqq.
Medical therapy 7 57 et seq., 109
Medical use 7 54
– first medical use 2 331, 376, 529
– second medical use 2 331, 377, 529
Medicinal drug see also Supplementary protec-

tion certificate
Method claim
– exhaustion 9 81 et seqq.
Method of production 1 15
Micro-organism see Biological invention
Minimum standards (TRIPS) 1 47
Misleading advertising
– intellectual property rights in advertising

12 123 et seqq.
Mistake in law 12 15
Mistake of fact 12 14
Mnemonic technique 2 203 et seqq.
Mnemonic technique see also Ban on patent-

ability – plans, rules and proceedings for
intellectual activities

Modified “Hamburger Brauch” see “Hambur-
ger Brauch”

Monopoly right see Antitrust law
Mosaic-like consideration 2 484, 556; 5 891
Motivation see Patent law – aims and justifica-

tion
Multiple inventors 3 23 et seqq. see also Co-

ownership, Private partnership, and Co-in-
ventor

N
Naming of the inventor(s) 3 29, 156 et seq.,

177; 5 41, 195, 286 et seqq., 297, 413, 418,
497, 877 et seqq., 884, 923, 930, 964, 1011,
1047, 1075, 1771 see also Application and
European application

– failure to designate the inventor 5 1771
National Treatment Principle (TRIPS) 1 47
Natural forces 2 78 et seqq.
Natural science 2 76, 80 et seq., 170, 605, 704
Natural substance see Discovery
Negotiorum gestio 7 24, 30, 139 et seq., 148
New manufacture
– comparison to permissible maintenance

9 65 et seqq.
New product rule 1 175
Non-admission appeal 9 184
Non-challenge clause
– as restriction of competition 1 130
Non-challenge clause 1 104, 126; 4 125
Non-challenge obligations 5 1143, 1579, 1594
Non-exclusive license
– constitutive transfer of rights 4 82
– further transfer 4 102 et seq.
– in rem obligation 4 85
– positive right of use 4 74
– principle of the abstract nature of rights in

rem 4 86 et seqq.
– right in rem 4 81 et seqq.
– right to bring an action 4 72
– separation principle 4 86
– sub-licensing 4 96 et seqq.
Non-exclusive license 1 103; 3 87; 4 72 et seqq.
Non-invention see Ban on patentability
Novelty 2 326 et seqq., 378 et seqq.,

471 et seqq. see also Disclosure, Source of
disclosure, Public access, and State of the art

– absolute novelty 1 20; 2 471
– accidental disclosure 2 519
– assessment 2 473 et seqq.
– burden of proof 2 329
– chemical formula 2 497 et seqq.
– chemical interim product 7 60
– chemical substance 2 505 et seqq.,

513 et seqq.; 7 51 et seqq.
– combination of features 2 503 et seq.
– criteria 2 488 et seqq.
– details regarding effect 2 511
– direct and unambiguous 2 490 et seqq.
– directness 2 490 et seqq.
– disclaimer 2 519, 523 et seqq., 649
– DNA sequence 7 73
– enantiomers 7 63 et seq.
– functional features 2 510 et seqq.
– general term 2 495, 515
– grade of purity 2 517
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– individual comparison 2 484 et seqq.
– individualisation 2 497, 514
– interim product 7 60
– intermediate product 2 505
– intrinsic features, characteristics or measures

2 505 et seqq.
– kit-of-parts 2 504
– law of utility models 13 18 et seqq.
– legal sources 2 330 et seqq., 337
– Markush Formula

7 65 et seq. see also Markush formula
– material parameter 2 516
– mosaic consideration 2 484, 556
– newly discovered technical effect 2 508
– non-medical application 7 76 et seq.
– numerical/non-numerical data 2 499 et seq.
– polymorphism 7 61 et seq.
– priority see Priority
– process claims for a specific purpose 2 511
– relationship with other legal requirements

2 533
– rule for quantification 2 511
– scientific justification 2 509
– selective invention 2 496 et seqq., 501;

7 66 et seqq.
– spatial structure 2 514
– specific term 2 495
– substance 7 76 et seq.
– substances for medical procedures

2 529 et seqq.
– suitability for a purpose in a product claim

2 510
– timing of examination 2 482 et seq.
– two-lists principle 2 499
– unknown use of a known product 2 507
– use claim for a specific purpose 2 512
– well-known alternatives 2 490
Novelty grace period 13 26 et seq., 58
– law of utility models 13 26
Novelty overflow 5 435
– pay-for-delay agreement 1 105, 108, 111
Nullity proceedings 2 369; 3 84, 113;

5 1549 et seqq.
– delimitation to opposition proceedings

5 1555 et seqq.
– first instance proceedings 5 1562 et seqq.,

1575 et seqq.
– – amendment of the patent 5 1637 et seqq.
– – claimant 5 1576 et seqq.
– – content 5 1601 et seqq.
– – contest 5 1619 et seqq.
– – cost in case that no contesting reply is

submitted 5 1621 et seqq.
– – decision 5 1655 et seqq.
– – defendant 5 1584 et seqq.
– – examination as to substance

5 1631 et seqq.

– – examination of admissibility by the BPatG
5 1627 et seqq.

– – fees 5 1605 et seqq.
– – form 5 1599 et seq.
– – oral proceedings 5 1647 et seqq.
– – prerequisites of admissibility

5 1593 et seqq.
– – qualified interim report 5 1644 et seqq.
– – representative 5 1589 et seq.
– – security 5 1613 et seqq.
– – service 5 1617 et seq.
– – statement of defence 5 1624 et seqq.
– – value of the subject matter 5 1591 et seq.
– – voluntary restraint 5 1620, 1638
– grounds for nullity 3 113; 5 1558 et seqq.
– – invalidity action 9 159 et seqq.
– overview of the proceedings 5 1562 et seqq.
– patent portfolio 1 228
– purpose 5 1552 et seqq.
– second instance proceedings (appeal)

5 1569 et seqq., 1663 et seqq., 1717
– – admissibility 5 1668 et seqq.
– – decision 5 1702 et seqq.
– – facts to be taken into account

5 1704 et seqq.
– – fees 5 1691 et seqq.
– – formal requirements for the notice of ap-

peal 5 1674 et seqq.
– – grounds on which an appeal can be based

5 1665 et seqq.
– – new means of attack and defence

5 1707 et seq.
– – oral proceedings 5 1700 et seq.
– – procedure 5 1695 et seqq.
– – representation 5 1673
– – requirements as to content and form

5 1676 et seqq.
– – scope of review 5 1664
– – statement of grounds for appeal

5 1680 et seqq.
– – time limit 5 1675, 1682 et seqq.
– subject matter 5 1552 et seqq.
– withdrawal of the action 5 1715 et seq.
Numbers and volumes 2 365
Numerical and dimensional statements

6 80 et seqq.

O
Objection of a compulsory license under anti-

trust law 1 175 et seqq.; 9 215 et seqq.
– amount of royalty 9 243 et seqq.
– cap 9 266
– change in the practice of granting licenses

9 239 et seq.
– claim for damages 9 273 et seq.
– claim for destruction 9 275
– claim for rendering accounts 9 252, 274
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– claims for recall 9 275
– deposit 9 249 et seqq.
– discrimination via non-enforcement of the

license agreement 9 254
– discrimination via selective legal enforce-

ment 9 253
– distribution of risk according to the Orange-

Book-Standard 9 236
– European law 9 216 et seqq.
– exploitative abuse – benchmarks in relation

to the license fee 9 259 et seq.
– exploitative abuse – the unnecessary inclu-

sion of patented technologies in the standard
9 258

– general license for a group 9 263 et seqq.
– global license 9 261 et seq.
– implementation in case law and open ques-

tions according to the Orange Book standard
9 232 et seqq.

– inadmissibility of conditions and degree of
regulation 9 241 et seqq.

– injunctive relief 9 272
– most-favoured-treatment 9 239
– national law 9 219 et seqq.
– national license 9 261 et seq.
– Orange Book mechanism 9 233 et seqq.
– patent pool 9 255 et seqq.
– payment claims 9 273
– regulation of the past 9 245 et seqq.
– royalty stacking 9 266
– single license for infringers 9 263 et seqq.
– territorial scope 9 248
– top-level licensing 9 263, 265
Objections 9 1 et seqq.
– law of utility models 13 111 et seqq.
Obligation of examination see Use of a patent

– commercial obligations
Obligation to disclose information 1 30
Obligations with regard to control see also Use

of a patent – commercial obligations
Obstacles to protection 2 314 et seqq.
– morality in European cultural context

2 323 et seq.
– offence against morality 2 317 et seqq., 323
– offence against ordre public 2 317 et seqq.,

321 et seq.
Obvious prior use 2 387 et seq., 390, 399 et seq.
– examples 2 405 et seq.
– law of utility models 13 24
– nullity 9 176
– state of the art 2 572
Offering see Direct use of patent, and Indirect

use of patent
One-click system 2 273
One-way-street situation see Inventive step
Operating system 2 271 et seq., 274

Operating system
– dataformat for the clipboard of an operating

system 2 272
– system 2 272
Opposition proceedings 3 203 et seqq.;

5 1094 et seqq., 1288 et seqq.
– admissibility 5 1311 et seqq.
– – examination by the DPMA 5 1324
– – fees 5 1317 et seqq.
– – information in the notice of opposition

5 1320
– – period 5 1315 et seq.
– – right to file an opposition 5 1311 et seqq.
– – substantiation 5 1321 et seqq.
– – substantiation with public prior use

5 1323
– – written form 5 1319
– appeal see Appeal proceedings
– change in the person of the opponent

5 1357 et seq.
– change of patent proprietor during the

opposition proceedings 5 1356
– costs 5 1339 et seqq.
– course of the proceedings 5 1308 et seqq.
– decision 5 1337 et seq.
– delimitation to nullity proceedings

5 1555 et seqq.
– entitlement of opposition 3 206
– European opposition proceedings see Eur-

opean opposition proceedings
– grounds for opposition 5 1294 et seqq.
– – inadmissible extension 5 1300
– – insufficiency of disclosure 5 1299
– – lack of patentability 5 1295 et seqq.
– – prior use 5 1298
– – usurpation 5 1301 et seqq.
– hearing 5 1309
– intervention 5 1345 et seqq.
– late submission 5 1352 et seq.
– need for legal protection 3 206, 212
– object of the proceedings 5 1288 et seqq.
– oral proceedings 5 1330 et seqq.
– purpose 5 1288 et seqq.
– relationship with the proceedings for the

recovery of rights 3 212
– right to be heard 5 1349 et seq.
– substantive examination of the opposition

5 1325 et seqq.
– patent proprietor’s options for taking action

5 1328 et seqq.
– time limits and failure to observe them

5 1351
– withdrawal of opposition 3 208, 210;

5 1354 et seq.
Opposition via a straw man 5 1142, 1313,

1582, 1794
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Orphan drugs see Supplementary protection
certificate

Overhead costs 10 118 et seqq., 125 et seqq.
Ownership of the invention 3 103

P
Paid-for research 1 127
Parallel imports 1 172
Paris Convention 1 44
Participant liability see also Use of a patent –

liability of participants
Partition rule 1 20
Partnership under civil law 3 42, 46, 48

et seqq., 72
– achievement of purpose 3 63, 66
– administration 3 52 et seq.
– claim to winding-up 3 66
– claim for compensation 3 62, 67
– claim for damages 3 56 et seq., 59 et seqq.
– claim for indemnification 3 62
– compulsory execution 3 68
– continuation clause 3 67
– co-ownership 3 46, 48, 51, 55
– damage calculation 3 60
– disposal of share 3 46, 51
– dissolution 3 62
– distribution of profits 3 61
– emergency business 3 54
– end of partnership 3 66
– injunctive relief 3 57
– joint disposal 3 51
– joint ownership 3 45
– joint parties 3 109
– jointly owned assets 3 109
– law enforcement 3 52
– liability of the partner 3 58
– liquidation 3 66
– opposition proceedings 3 109
– partnership agreement 3 44, 48 et seqq.,

58 et seqq., 62, 67
– partnership assets 3 44, 50 et seq., 54 et seq.,

61, 66
– refund of contributions 3 66
– termination 3 63, 64 et seqq., 67
– use of the invention 3 55
– validity proceedings 3 109
Patent
– entitlement to be granted a patent 3 17, 38
– European patent 1 3; 5 4 et seqq. see also

European proceedings for grant
– German Democratic Republic 1 21
– grant see Grant procedure, and European

proceedings for grant
– impact on Germany 1 3
– international patent protection 1 10
– lapse without retroactive effect 5 1770
– – expiry of the term of protection 5 1779

– – failure to designate the inventor 5 1771
– – failure to pay annual fees or surcharge

5 1777 et seq.
– – waiver 5 1772 et seqq.
– maintenance 3 84
– scope of protection see Scope of patent

protection
– subject matter 1 1 et seqq.
Patent ambush 1 128, 170
Patent application see Application
Patent claim 2 328, 353 et seqq., 540 et seq.;

5 73 et seqq. see also Patent document, and
Scope of patent protection

– abstract claim 2 168
– additional claim 6 95 et seq.
– ancillary claim 2 354 et seq.
– analysis of features and comparison of fea-

tures 8 10
– ban on making amendments 5 451, 467, 599
– categories 2 354 et seqq.; 5 82 et seqq.;

5 807; 6 61 et seqq.
– – activity claim 6 61
– – apparatus claim 2 369; 6 61
– – claim 2 369; 6 61
– – manufacture/use claims (Swiss-type

claims) 7 58
– – manufacturing process 6 61, 63
– – methods of use 6 61
– – mixed forms of product and process

claims 6 61
– – process claim 2 354, 511; 5 82; 6 61, 63;

7 127 et seq.
– – product claim 2 354, 356, 510; 6 61 et seq.
– – substance claim 2 356; 6 61
– – utility claim 2 512; 6 61, 64; 7 129 et seqq.
– – working method 6 61, 63
– chemical formula 5 95, 103, 804
– claim as the sum of its features 6 66 et seqq.
– clarity 2 658 et seq.; 5 80, 92, 97 et seqq.,

801, 803, 813
– contradiction 2 364; 5 152, 803
– date of the claimed invention 2 537
– date of the filing 5 118 et seqq.
– definition of purpose 2 185
– dependent patent claim 2 355; 5 77 et seqq.;

6 97 et seqq.
– description of effect 2 589
– description of function 2 589
– description supporting the claims

5 149 et seqq.
– details regarding effect 2 511
– disclaimer 2 519, 523 et seqq., 64; 5 110, 117
– drawings 5 95 et seq., 804 et seq.
– EPC 1 35
– examples that do not fall within the scope of

the claims 5 152
– fanciful term 5 803
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– feature 6 67
– feature analysis/breakdown of features

6 68 et seqq.
– formal requirements to the substance of the

claims 5 95 et seqq.
– function as requirement in the case of a

sequence or partial sequence 2 310 et seq.
– functional substance protection for se-

quences or partial sequences of genes 7 26
– genuine restriction 2 528
– genuine subordinate claim or genuine de-

pendent patent claim 2 355, 362
– graphic representation 5 804
– independent patent claim 2 354 et seq., 359;

5 77 et seqq., 90 et seqq., 164 et seqq., 803,
807

– indication of effect 5 76
– indication of function 5 156
– indication of purpose 2 268; 5 76
– information about the effect of a product

2 369
– information about the purpose of a product

2 369
– infringement case 2 370
– infringement proceedings 2 541
– interpretation of the patent claims see Scope

of patent protection
– main claim 2 362; 3 135; 6 95 et seqq.
– mark 5 803
– mathematical formula 5 95, 103, 803
– missing claims 5 118 et seqq.
– negative feature 2 527; 5 11
– nullity proceedings 2 370, 541
– objection 5 101
– one-part formulation of the claim 5 808
– preamble 6 67
– priority date of the claimed invention

2 373 et seqq., 436
– problem-solution-approach see Inventive

step, and Technicity
– problem underlying the invention see Tech-

nicity
– redundant definition 6 73
– reference sign 5 803, 805
– repercussion 2 527
– restricting feature 2 528
– solution underlying the invention see Tech-

nicity
– spatial-physical feature 2 369; 6 62 et seqq.,

76 et seqq., 152
– specific purpose 2 510 et seqq.
– statement concerning function of genetic or

priority sequence 7 79, 94
– statement of effect 2 510 et seqq.;

6 76 et seqq.
– statement of function 6 76 et seqq.
– statement of intended use 2 369
– statement of purpose 6 76 et seqq.

– statement on functionality with DNA se-
quences 7 34

– structural feature 5 76
– sub-claim 3 135; 5 803
– sub-combination 6 72
– support for the claims in the description

5 821
– table 5 95, 804
– two-part formulation of the claim 5 808
Patent clusters see Patent thicket
Patent Cooperation Treaty (PCT) 1 43;

5 19 et seqq.
Stockholm Version 1 44
Patent debate 1 14
Patent document 2 362; 6 46 et seqq. see also

Application, and European application
– abstract 5 47, 128 et seqq., 815 et seqq.;

6 124
– cover page 6 105 et seq., 127
– description 2 362 et seqq., 371, 381, 567,

573, 621, 658, 666; 5 47 et seq., 50 et seqq.,
65 et seqq., 101, 103, 149 et seqq.; 6 75,
100 et seqq., 117 et seqq.

– drawings 2 362; 5 47 et seqq.; 6 100 et seqq.,
120 et seqq.

– European patent certificate 5 577 et seqq.
– European patent document 1 43
– example 5 152
– execution example 14 85
– explanatory reference 6 93
– general description of the idea behind the

solution and its advantages 6 113 et seqq.
– implementation example 2 362, 364, 456
– interpretation see Scope of patent protection
– patent claim see Patent claim
– patent document as own dictionary 2 361;

6 54 et seqq.
– worked embodiment 6 102, 117 et seqq.
Patent infringement 8 1, 158 see also Use of a

patent
Patent law
– aims and justification 1 6 et seqq., 96, 157,

166, 178; 2 8, 10, 65, 327; 6 7 et seqq.
– critique 1 11 et seqq.
– differentiation from neighbouring legal fields

1 62 et seqq.
– differentiation from other intellectual prop-

erty rights 1 75 et seqq.
– history 1 14 et seqq.
– legal sources 1 38 et seqq.
Patent pool see Technology pool
Patent portfolio 9 240
Patent thicket 1 97, 168 et seq.
Patent utilisation 1 217 et seqq.
Patent vindication 3 110 et seqq.
– ancillary claims 3 152
– basis for the claims 3 114
– bona fide application 3 126
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– claim to assignment 3 112, 114
– claim to the provision of information and

rendering of account 3 154
– claim to transfer 3 112, 114, 174
– completion of the action for vindication

3 169
– content of the temporary injunction

3 181 et seqq.
– cut-off period 3 145
– cut-off period with European patents 3 146
– cut-off period with unlawful usurpations

3 146
– deadline 3 201
– declaration of division 3 173
– enforcement 3 170
– European patent 3 113 et seqq., 119, 142
– facilitation of the furnishing of evidence

3 121, 123
– forfeiture 3 151
– fraudulent intent 3 113, 198
– identical invention 3 139 et seq., 175
– identical nature 3 133
– international jurisdiction 3 159 et seqq.
– inventive idea 3 139, 144
– jurisdiction 3 159 et seqq.
– legal action 3 159 et seqq.
– local jurisdiction 3 164 et seq.
– local jurisdiction with European patents 3 165
– motions in legal actions 3 170 et seqq.
– need for legal protection 3 144, 167
– not in good faith with preemptory time-limit

3 148 et seq.
– obligation to present arguments, and burden

of proof 3 175 et seqq.
– partial recovery of rights 3 127 et seqq.
– passive legitimisation 3 125 et seq.
– persons entitled 3 115 et seqq.
– relationship with other legal remedies

3 167 et seqq.
– revocation of the patent 3 113
– right of retention 3 179
– subject matter of patent vindication

3 127 et seqq.
– substantive jurisdiction 3 166
– surrender of the right to the grant of the

patent 3 170
– temporary injunction 3 180 et seqq.
– toleration of judicial enforcement 3 174
– total recovery of rights 3 127 et seqq.
– transfer of the patent 3 169 et seq.
– usurpation as a ground for nullity proceed-

ings 3 224
– utility model 3 114, 166
Patent evaluation 1 218
Patent management 1 217 et seqq.
Patent portfolio 1 218 et seqq., 221 et seq.,

228 et seqq.
Pay-for-delay agreement 1 105 et seqq.

Person of average skill in the art 2 97, 328;
5 139; 6 22 et seqq.

– area of expertise 6 24 et seqq.
– common general knowledge 5 140;

6 126 et seqq.
– interpretation of the patent claims see Scope

of patent protection
– skills 6 24 et seqq.
Personal inventor rights 1 76; 3 10 et seqq.,

13, 36 et seq., 41, 156 see also Personal right
of the inventor

– law of utility models 13 45
Pharmaceutical patent 8 31; 9 3, 39 see also

Supplementary protection certificate
– ATC (Anatomical Therapeutic Chemical)

classification system 1 152
– distinction between markets 1 152
– law of utility models 13 106
– lead compound 1 169
– life cycle management 1 171, 225
– pharmaceutical sector enquiry of the Euro-

pean Commission 1 97, 160
Pharmaceutical sector enquiry of the Euro-

pean Commission 1 97, 160
Phenotypic consideration see Invention
Physics 1 1; 2 9, 76, 89, 170 et seq., 251, 258,

265, 459, 492, 506, 627
Placing on the market see Direct use of a patent
Plant variety protection 7 45 et seqq., 48, 140,

142, 159 et seqq., 165, 179 see Biological
invention

– differentiation from patent law 1 79 et seqq.
“Poker rules” 2 273
Polymorphism 7 61 et seq.
Portfolio management 2 275
Positive right of use 8 3 et seq.; 9 152 et seqq.
Possession of the invention 2 678;

3 119 et seqq., 176, 204; 4 46, 50; 5 1289,
1302, 1307; 9 103 et seqq., 206, 209, 212

– patent vindication 3 119 et seqq.
– right of prior use 9 103 et seqq.
– unlawful usurpation 9 206, 209, 212
Pre-production 2 71, 73
Presentation of information 2 128, 130, 138,

276 et seqq., 264
– customer-friendly presentation of informa-

tion 2 298
– data coding 2 297
– display field in a graphic user interface 2 295
– information as such 2 286 et seqq.
– protective casing for floppy disks in colours

of choice 2 292
– system for retrieving images on a data carrier

2 296
– terminology 2 283 et seqq.
Price abuse 1 170
Price competition 1 115
Primary production 2 301
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Principle of examination of its own motion
2 728 et seq.; 5 1083, 1101, 1118, 1291, 1363,
1402, 1409, 1452, 1459, 1471, 1474, 1478,
1536, 1554, 1519, 1631, 1645; 12 27

Principle of territoriality 9 96
Principle of the abstract nature of rights in

rem 4 15, 86 et seqq., 91, 104
Prior use/right of prior use 1 90; 3 14, 178,

202; 5 1109 et seqq., 1298; 8 7; 9 98 et seqq.
– arrangements to use 9 113 et seqq.,

116 et seqq.
– entitled person 9 122
– German reunification 9 149 et seqq.
– indirect prior use 9 139 et seqq.
– interim use between application and disclo-

sure of the patent 9 147
– law of utility models 13 107
– legal consequences 9 123 et seqq., 138
– obvious prior use see Obvious prior use
– possession of the invention 9 103 et seqq.
– subsequent trading levels downstream 9 144
– transfer of a right of prior use 9 145
– use after expiry of a patent and effective

restitutio in integrum 9 148
– use in Germany 9 111
– use in other EU countries 9 112
Priority
– date of priority 2 408
– European application 2 335; 5 298 et seqq.
– – claiming multiple priorities 5 311 et seqq.
– – correction of the declaration of priority

5 326 et seqq.
– – date of priority 5 298 et seq., 304,

309 et seq., 317, 326, 331, 333
– – formal conditions 5 314 et seqq.
– – material scope 5 307 et seq.
– – period for submitting the declaration of

priority 5 322 et seqq.
– – period in which to submit a subsequent

application 5 309 et seq.
– – priority document 5 319 et seqq., 331
– – proprietor 5 302 et seqq.
– – requirements needed to give rise to rights

of priority and proprietors of rights of
priority 5 302 et seqq.

– – transfer 5 306
– – waiver 5 333
– German application 2 374; 5 885 et seqq.
– – priority date 5 885, 889 et seq., 892,

899 et seq.
– – domestic priority 5 899 et seqq.
– – foreign priority 5 888 et seqq.
– law of utility models 13 54 et seqq.
– Paris Convention for the Protection of In-

dustrial Property 5 301 et seq.
– subsequently published patent application

see State of the art

Priority of prior knowledge see State of the art
Priority of the claimed invention see Patent

claim
Priority principle 8 6
Private domain 9 4 et seqq.
Privilege for experimentation 9 7 et seqq.
– contract research 9 22 et seq.
– exempted acts 9 19
– external deliveries 9 24 et seqq.
– finality 9 16
– limitations 9 20 et seq.
– preparatory acts 9 19
– term “experiment” 9 11 et seqq.
Problem-solution-approach see Technicity
Proceedings for grant 5 1 et seqq., 764 et seqq.
– changes of documents submitted

5 1010 et seqq.
– – factual limitations 5 1012, 1015 et seqq.
– – proceedings 5 1024
– – time limits 5 1012 et seqq.
– competence 5 765
– complaints 5 1008
– corrections 5 1009, 1013, 1025 et seq.
– deadlines and failure to observe deadline

5 1079 et seqq.
– – further handling 5 1085 et seqq.
– – restitutio in integrum 5 1088 et seqq.
– disclosure 3 11; 5 931, 958 et seqq., 1004
– examination as to obvious defects 2 709;

5 766, 796, 800, 811, 817, 824, 830, 843, 880,
921 et seqq., 953, 964 et seq., 1013

– duration of proceedings 5 769
– examination procedure/substantive exami-

nation 5 1 et seqq., 766 et seqq., 796, 800,
817, 824, 830, 843, 845, 853, 880, 942 et seq.,
945, 950, 964 et seqq., 1076

– – alternative forms of dialogue as to official
communication 5 988

– – application 5 969 et seqq.
– – competence 5 965
– – hearing 5 993 et seqq.
– – official communication 5 990 et seqq.
– – overview 5 964 et seqq.
– – third party objection 5 989
– fees 5 844 et seqq.
– grant 5 1001 et seqq.
– overview 5 765 et seqq.
– publication of application 5 958 et seqq.
– research 5 766 et seq., 825, 845, 921,

942 et seqq., 985
– – application 5 841, 845, 854, 944 et seqq.,

957, 971, 1044
– – report 5 943, 953, 956 et seq., 971, 1076
– – responsible authority 5 773
– – state of the art 5 954 et seqq.
– – subject matter 5 951 et seqq.
Process claim see also Patent claim – categories

Index

1113

beck-shop.de 



Process patent 6 78 et seq.; 8 19 et seqq.,
47 et seqq.

– alteration 8 69
– biological material 7 141 et seqq.,

146 et seqq.
– carrying out 8 49 et seqq.
– definition of novelty 8 62
– direct products of a process 8 57, 66 et seqq.
– interests in secrecy 8 65
– manufacturing process 8 48, 60, 68
– offer 8 53 et seqq.
– physical and incorporeal products

8 58 et seq.
– preparations 8 50
– reversal of the burden of proof 8 61 et seqq.
– same product 8 64
– using in Germany 8 56
– working method 8 48
Product protection
– for a specific use 2 376
Product-by-process claim 2 356, 516; 5 110;

6 85 et seqq.; 7 44, 48, 5383, 90, 98 et seq.,
101 et seqq., 128

– law of utility models 13 42
Production method 2 43, 60, 72
Production of pharmaceuticals
– law of utility models 13 106
Profit transfer agreement 8 142
Progressiveness see Invention
Prohibition against use 8 3
Prohibition of abuse see Antitrust law
Property rights in advertising 12 123 et seqq.
Prosecution history estoppel 6 32
Protection against interim dispositions

4 142 et seqq.
– effect 4 156 et seqq.
– statutory regulation 4 142 et seqq.
Protection of form 2 196
Protection of ideas 2 196
Protection of plant variety 1 120; 7 137
Protocol on Recognition 3 1, 161 et seq., 226
Pseudo right 13 65, 92, 111
Public access 2 390 et seqq.
– application documents 2 396
– burden of proof 2 400
– confidentiality agreement 2 390,

392 et seqq., 398 et seq.
– disclosure of a process 2 399
– document is free of charge/document is

available against payment 2 395
– meeting of a standard committee 2 394
– member of the public (examples) 2 393
– oral descriptions (examples) 2 403 et seq.
– public prior use see Obvious prior use
– public use 2 399
– written descriptions (examples) 2 401 et seq.
Public domain 2 327
Public order see Obstacles to protection

Public policy 1 11
Public prior use 2 387 et seq., 390, 399 et seq.
– closest prior art 2 572
– European opposition proceedings see Euro-

pean opposition proceedings
– examples 2 405 et seq.
– invalidity action 9 176
– law of utility models 13 24
– opposition proceedings see Opposition pro-

ceedings – admissibility
Publication of a judgment 10 268 et seqq.

R
Rate of innovation 1 9
Reach-through claim 7 82, 125
Recall and removal from distribution channels

10 246 et seqq.
Record as inventor 3 12
“Red Dove Formula” 2 78 et seqq.
Reference 2 362, 723
Reference numeral 5 96, 122, 124 et seq., 129
Reference sign 5 355, 795, 803, 805; 6 93
Reimports see Indirect use of patent – reimports
Renewal fees see Application and European

application
– failure to pay 5 1777 et seq.
Renting see Direct use of a patent – placing on

the market
Reopening
– Enlarged Board of Appeal 5 1446
Repairs 1 74; 8 25 et seqq.
Repeatability see Invention
Replacement parts see also Indirect use of a

patent – replacement parts
Replacement parts see Wear parts
Reproduction 7 136, 139 et seqq., 149 et seqq.
– accidental reproduction 7 190 et seqq.
– animal reproductive material 7 184 et seqq.
– multiplication 7 142 et seq., 147, 153, 161,

169
– propagation 7 142 et seqq. 147, 153, 161,

169
– variety constituents 7 160 et seq.
Research result 2 92
Reservation see Application
Restriction of competition see Antitrust law
Restriction of sales 1 129
Resumption
– examination procedure 5 568
Retailer see Use of a patent – preparatory

liability
Reversal of the burden of proof
– process patent 8 61 et seqq.
Reverse payments see Pay-for-delay agreement
Review conference 1 33
Revocation proceedings 5 1718 et seqq.
– decision 5 1767 et seqq.
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– delimitation to other procedures
5 1722 et seqq.

– effect 5 1726 et seq.
– European revocation proceedings see Euro-

pean revocation proceedings
– fees 5 1765
– formal requirements/requirements for ad-

missibility 5 1762 et seqq.
– purpose 5 1718 et seqq.
– requirements as to substance 5 1766
– unlawful usurpation as a ground for revoca-

tion 3 203 et seqq.
Reward see Patent law – aims and justification
Right to an established and operating business

12 147 et seqq.
Right to an established and operating business

3 153
Right to carry on the business 1 68
Right to the patent 3 2 et seqq., 14 et seqq., 39
“Roche Bolar Rule” 9 35 et seqq.
Rule-of-three doctrine 6 57 et seqq., 113, 146
Rules of conduct see also Use of a patent –

commercial obligations
Rules of confidentiality 2 414, 421

S
Sale see Direct use of a patent – placing on the

market
Scales 2 206 et seqq.
Scales see Ban on patentability – plans, rules

and proceedings for intellectual activities
Science 1 169; 7 20
Scientific result 9 16
Scope of patent protection 6 1 et seqq. see also

Patent claim, and Patent document
– alternative means 6 150 et seqq.
– chemical product protection 6 176 et seqq.
– equivalence 1 76, 94; 6 146 et seqq.
– equivalent in value 6 169 et seqq.
– features of a statute 6 20
– “Formstein defence” 6 183 et seqq.
– general remarks 6 4 et seqq.
– identical effect 6 154 et seqq.
– interpretation of patent claims

2 359 et seqq.; 6 1 et seqq.
– – categorisation of claims as an aid 6 65
– – consideration of description and drawings

5 149 et seqq., 821; 6 60, 75, 100 et seqq.
– – contradictions between a claim and the

description 5 101, 152, 803
– – cover page 6 105 et seq., 127
– – person of average skill in the art in oppo-

sition, nullity and infringement proceed-
ings 6 34

– – expert 6 22 et seqq. see also Person of
average skill in the art

– – findings as to facts 6 36 et seqq.
– – functionally orientated interpretation 6 45

– – grant history 6 132 et seqq.
– – interpretation based on spirit and purpose

2 541
– – interpretation that falls short on the literal

wording 3 137
– – literal wording 6 100 et seqq.
– – meaning 2 364
– – objective criterion for interpretation

6 20 et seqq.
– – patent claims as guideline for the scope of

protection 6 57 et seqq.
– – question of law 6 36 et seqq.
– – reasons for decisions in proceedings at-

tacking validity 6 139 et seqq.
– – relevant time for the understanding of the

person of average skill in the art 6 30 et seqq.
– – sources outside the patent specification/

secondary aids to interpretation
6 125 et seqq.

– – technical problem 6 110 et seqq.
– kinematic inversion 6 164 et seq.
– legal sources 6 12 et seqq.
– – European patent 6 12 et seqq.
– – German patent 6 17 et seqq.
– motion 6 196 et seq.
– numerical and dimensional statements

6 174 et seq.
– obligation to present arguments and burden

of proof 6 191 et seq.
– patent document 6 46 et seqq. see also

Patent document
– – authentic version 6 47 et seqq.
– – consideration of later amendments

6 51 et seqq.
– – patent document as own dictionary 2 361
– – patent specification as its own dictionary

6 54 et seqq.
– – protection of bona fide rights 6 50
– patenting the modified embodiment

6 166 et seqq.
– perceptibility 6 157 et seqq.
– subject matter of the dispute 6 193 et seqq.
– wording 6 59
Scope of protection of a utility model

13 109 et seq.
Second filing 3 197, 207, 211, 214, 216 et seqq.,

224
– intervention in European patent application

3 231
– no right to make a second filing 3 220
– period 3 219
– priority 3 231
Secrecy agreement 3 78
Secret patent 5 369 et seqq., 912
Seizure see Border seizure procedures
Seizure under EU law 12 62 et seqq.
Selection invention 7 66 et seqq., 70,

496 et seqq.
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Self-regulation principle 2 102
Senior Right 2 520 et seqq.
– law of utility models 13 79 et seqq.
– mutual collision 2 522
– self-collision 2 521
Separation principle 3 142; 4 14, 86;

9 158 et seq.
Settlement see also Pay-for-Delay agreement
Shipping 9 41
Shipping company 8 143 et seq., 162, 166 see

also Use of a patent, and Direct use of a
patent – placing on the market

Simulation methods 2 178
– ophthalmological surgical procedure using a

laser system 2 274
Simultaneous protection 5 588
Skilled person 2 557 et seqq.
Social usefulness see Invention
Software see Computer implemented invention/

Computer invention
Sorting diagrams 2 203 et seqq.
Soup recipe 2 54, 100, 193 et seq., 641
Sources of disclosure 2 380 et seqq.
– multimedia-based sources of disclosure

2 383
– oral sources of disclosure 2 384 et seqq.
– other forms of disclosure 2 389
– written sources of disclosure 2 382 et seqq.
Spatial form
– law of utility models 13 6, 13, 32
– patent law 2 438, 501, 514
Special statutory tort rights 1 65; 8 129, 163
Specific application 7 106, 110, 112 et seqq.,

114
Specific use 2 636
Specification of purpose
– gene sequence see Industrial application of

genetic sequences
– mathematical method or mathematical algo-

rithm see Ban on patentability
Spreading knowledge 1 6
Spreadsheets 2 273, 275, 295
Standardizing agency 1 114 et seqq.
Standards committee see Public access
State of the art 2 378 et seqq., 550 et seqq.
– auxiliary information sources
– burden of proof 2 410, 412, 464, 485
– closest prior art see Inventive step
– fictitious state of the art 2 379, 328, 331, 524
– inevitable features and (interim) results

2 437 et seqq.
– inventive step see Inventive step
– subsequntly published patent application

2 413 et seqq.
– – inventive step 2 551
– – senior rights in relation to European pa-

tent applications and European patents
2 418 et seqq., 425 et seq.

– priority of prior knowledge 2 407 et seqq.,
436

– public access see Public access
– source of supporting information 2 551
State secret see Secret patent
Statute of limitation 10 257 et seqq.
Stem cells 7 84 et seqq.
Stenography 2 74, 203 et seqq., 214, 223 see

also Ban on patentability – plans, rules and
proceedings for intellectual activities

Strasbourg Convention 1 23, 43, 45; 2 24
Sub-license 4 90 et seqq.
– acquisition in good faith 4 90
– approval requirements 4 94 et seqq.
– disposition 4 90
– principle of the abstract nature of rights in

rem 4 91
– unauthorized issuing of sub-licenses

4 105 et seq.
Subsequently published patent application see

State of the art
Substance protection 7 87 et seqq.
– absolute 2 186, 528, 636; 6 176 et seqq.;

7 87 et seqq., 92 et seqq.
– function-bound 7 26, 116 et seqq.
– indirect 7 82, 122 et seqq.
– limited claim 7 103 et seqq.
– product for a specific purpose 8 14
– purpose-bound 1 14; 7 12 et seqq.,

104 et seqq., 111 et seqq.
– substance for a specific use 2 376
– substance prohibition 1 14; 7 11 et seqq.
Subsumption error 10 67
Summary proceedings 12 27
Supplementary protection certificate

14 1 et seqq.
– second interim extension 14 54 et seq.
– alternatives 14 23
– ancillary protection right sui generis 14 28,

111, 115
– authorisation under pharmaceutical law
– – complete authorisation procedure 14 154
– – point in time of the authorisation

14 162 et seqq.
– – senior and extraterritorial authorisations

14 48 et seqq.
– – ex-post authorisation 14 53
– – first authorisation 14 68 et seqq., 94
– basic patent 14 35 et seqq., 81, 101, 108
– – application 14 65 et seqq.
– – discrepancy between basic patent and

authorisation 14 40 et seq., 88
– – grant 14 64
– – multiple basic patents and patent holders

14 42 et seq., 57 et seq.
– – premature expiry 14 199
– – right to choose 14 67, 132
– calculation of term 14 59 et seqq., 63, 73
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– carriers 14 99
– derivatives 14 92, 105
– exclusivity rights 14 118 et seq.
– factual reduction of the patent duration

14 19 et seqq.
– grant procedure 14 143 et seqq.
– – applicant 14 145
– – application deadline 14 161 et seqq.
– – application fees 14 175 et seq., 190
– – authorisation in another Member State of

the Community 14 156
– – decision on the grant 14 181
– – entitled to the grant 14 182
– – formal requirements 14 144 et seqq.
– – grant 14 179 et seqq.
– – grant decree 14 184
– – irregularities in the application 14 159, 173
– – point in time when the decree enters into

legal force 14 185
– – publication of an application notice

14 177 et seq.
– – receipt of the application 14 165
– – scope of examination 14 180
– – third party authorisation 14 155
– granting prerequisites 14 29 et seqq.
– history of origin 14 24 et seqq.
– identification theory 14 101 et seqq.
– indication patents 14 90 et seqq.
– infringement test 14 37, 101 et seqq.
– legal character 14 26 et seqq.
– license 14 120 et seqq.
– – contract modification 14 125
– – range 14 123 et seq.
– – license fees 14 126
– limitations 14 135 et seqq.
– – antitrust restrictions 14 136
– – commitments to license IP 14 141
– – compulsory license 14 139
– – information obligation 14 142
– – license agreements 14 138
– – orders of exploitation 14 140
– – right of prior use 14 137
– maintenance fee 14 186, 190
– marketing authorisation 14 44 et seqq.
– marketing authorisation procedure under

pharmaceutical law 14 3, 8 et seq.,
10 et seqq., 47, 82

– – overall marketing authorization procedure
14 13

– – preparatory measure 14 13 et seq.
– “Markush formula” 14 15, 106 see also

Markush formula
– maximum term 14 62
– medicinal product 14 31
– multiple certificates 14 57
– negative terms 14 75 et seqq.
– nullity proceedings 14 35

– obligation to register 14 128 et seq.
– orphan drugs 14 7, 23
– payback time 14 3
– placing on the market 14 51, 68 et seqq., 107
– plant protection products 14 6 et seq.
– product 14 30 et seqq., 80, 87, 157
– prohibition of double issuance 14 56
– reasons for expiry 14 188 et seqq.
– – announcement 14 206
– reasons for invalidity 14 195 et seqq.
– – accessorial reasons 14 196 et seqq.
– – own reasons 14 196
– legal nature 14 121
– remedies 14 207 et seqq.
– revocation 14 193 et seq., 202 et seqq.
– right to the SPC 14 131 et seqq.
– rights of use 14 118 et seq.
– salt problem 14 85 et seqq.
– scope of application 14 6 et seq.
– sub-combination 14 107 et seqq.
– subject matter and scope of protection

14 80 et seqq.
– – equivalents 14 84
– – extension 14 83
– – point in time 14 134
– substance combinations 14 96 et seqq.,

100 et seqq.
– term extension 14 167 et seqq.
– – revocation 14 202 et seqq.
– term of application see Supplementary pro-

tection certificate – grant procedure
– transferability 14 133
– use see Supplementary protection certificate –

indication patents
– veterinary drug 14 94
– waiver 14 189
Supply chain 8 17; 10 22 et seq.
Supporting considerations/supporting criteria

(inventive step)
– lucky strike 2 626 et seqq.
– extensive imitation 2 633
– long-felt need 2 624 et seq.
– commercial success 2 632 et seq.
– futile efforts 2 624 et seq.
– large number of references 2 618
– large-scale process 2 631
– licensing 2 633
– mass produced item 2 630
– particular properties and advantages

2 612 et seq.
– prejudice among experts 2 622 et seq.
– progress 2 611
– simple solution 2 609 et seq.
– simply structured tool 2 629
– surprising effect 2 612, 615, 629, 637
– technological development 2 615 et seqq.
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Supporting considerations/supporting criteria
(inventive step) 2 551, 263, 606 et seqq.

Surgical treatment 2 274, 376, 434, 529, 636;
7 54

Surrender 5 1772 et seqq.
Surrender of infringer’s profit see Damage

calculation
Suspended control 1 19
Swiss-type claim manufacturing utility claim

7 58 et seq., 109
Symbols 2 206 et seqq. see also Ban on patent-

ability – plans, rules and proceedings for
intellectual activities

Synthesis 2 167, 652

T
Tariff calculation 2 275
Teaching method 2 48, 203 et seqq., 293 see

also Ban on patentability – plans, rules and
proceedings for intellectual activities

Technical drawing see Disclosure
Technical invention see Invention
Technicity 1 1, 10, 40; 2 11 et seqq.,

30 et seqq., 49 et seqq., 57 et seqq.,
65 et seqq., 71 et seqq., 75 et seqq.,
85 et seqq., 100 et seqq., 119 et seqq.,
255 et seqq., 327 et seq., 640 et seqq. see also
Tradition theory

– EPC 1 28; 2 37 et seqq., 47 et seqq.,
52 et seqq.

– problem-solution approach 2 86 et seqq.,
93 et seqq., 110 et seqq., 166, 372,
568 et seqq., 643

– technical applicability 2 166
– technical issue 2 53 et seqq., 85 et seqq., 363,

371 et seq., 543, 567; 3 134; 6 110 et seqq.
– technical purpose 2 363
– technical solution 2 85 et seqq., 371 et seq.,

543; 6 110 et seqq.
– technical usage 2 361
Technology pool 1 114 et seq.; 9 255 et seqq.
Technology transfer agreement 1 101, 104,

127; 4 7
Technology Transfer Block Exemption Regu-

lation see Antitrust law
Telecommunication technology 1 1, 115
Telecommunications system 2 241
Territorial limitation see Antitrust law
Theory of transfer tied to purpose 4 18 et seq.
Therapeutic application/therapeutic method

7 54, 82
Therapeutic effect 2 68, 93, 637, 705; 5 58
Therapeutic treatment/therapeutic method

2 377, 529, 531, 636
Top-level licensing 9 263, 265
Trade-Related Aspects of Intellectual Property

Rights (TRIPS) 1 10, 12, 47, 61
– TRIPS-plus-free trade agreement 1 49

Trademark law
– differentiation from patent law 1 78
Tradition theory 2 1, 13, 67 et seq., 70, 77,

225, 258, 600
Transfer of power of disposition see Direct use

of a patent – placing on the market
Transfer of licenses 4 99 et seqq.
– approval requirements 4 101 et seqq.
– disposition 4 99
– license as such and license contract 4 100
– principle of the abstract nature of rights in

rem 4 104
– unauthorized transfer of licenses

4 105 et seq.
Transfer of rights
– antitrust law 1 133
– competition law 1 100 et seq., 139,

156 et seqq., 182 et seq., 187
– constitutive (limited) transfer of rights 4 65
– full transfer see Full transfer
– general law of obligations 4 33
– ineffectiveness and invalidity 4 31 et seqq.
– laws on unjust enrichment 4 34
– legal sources 4 2 et seq.
– limited transfer of rights 4 9 et seqq.
– meaning 4 1
– rescission 4 27 et seqq.
– transfer due to death 4 12
– utilization of a patent 1 221 et seqq.
Transit see Direct use of a patent – transit
Transition act 1 17
Translation program 2 275
TRIPS see Trade-Related Aspects of Intellectual

Property Rights

U
Undue burden 2 388
Unfair competition law
– prohibition of deliberate obstruction of

competitors 1 154
Union priority 1 44
Unjustified warnings of property right infrin-

gement 12 140 et seqq.
Unknown use of a known product 2 507
Unlawful usurpation 3 113, 119 et seqq., 144,

167 et seq., 175, 192, 196, 199, 203 et seqq.
– conditions 3 204 et seqq.
– defence 3 198, 201
– grounds for nullity 3 221 et seqq.; 5 1559
– grounds for opposition 5 1301 et seqq.
– grounds for revocation 3 203 et seqq.
– identical in nature 3 204
– identical invention 3 139 et seq., 175
– law of utility models 13 83 et seqq., 117
– possession of the invention see Possession of

the invention
Uruguay Round of the GATT trade negotia-

tions 1 47

Index

1118

beck-shop.de 



Usability see Invention
Use and licensing of patents 1 12
Use claim see Patent claim – categories
Use for agricultural purposes 7 159 et seqq.
Use of patent 6 77; 8 1 et seqq., 18, 71,

126 et seq.
– actions under another’s identity 8 171
– claims for damages 8 159 et seq.
– commercial obligations 8 150 et seq.,

158 et seqq., 161 et seqq.
– complicity 8 131 et seq.
– contributory infringement by omission

8 138
– imputation 8 129 et seqq.
– indirect perpetration 8 139 et seq.
– interference liability 8 1, 129, 143 et seqq.,

149 et seqq., 158 et seqq., 160
– liability of participants 8 133 et seqq.
– negligent joint perpetration 8 153
– objective determination 8 13 et seqq.
– perpetrator liability 8 130
– plural use actions 8 17
– premeditated participation 8 134 et seqq.
– privileged usage 8 163
– unreasonably limitation 8 144
– Vicarious liability 8 141 et seq.
– written warning 8 136
Utility model announcement 13 147 et seq.
– consequences under civil law 13 122 et seqq.
– – claim for damages 13 123
– – damage compensation claim 13 123
– – deletion claim 13 124
– – judgment publication claim 13 126
– – presentation and inspection claim 13 125
– consequences under criminal law

13 127 et seq.
Utility model infringement 13 93 et seqq.,

103 et seq., 111 et seqq.

Utility model infringement action
13 129 et seqq.

– action to oppose enforcement 13 143
– determination of the Disputed Amount and

Costs 13 140 et seq.
– general Preconditions for Decisions on the

Merits 13 137 et seq.
– preliminary Injunction 13 130 et seqq.
– restitution Action 13 142
– seizure by the Customs Agency

13 144 et seq.
Utility Models Act see Law of Utility models
– distinction between law of utility models and

patent law 1 40
Utility patent 7 87, 127 et seqq.

V
Value added 1 10
Variety protection 2 114
Venture capital 1 7, 226
Vicarious liability see also Use of a patent
– employee 8 142
– liability of executive bodies 8 141
Viterbi algorithm 2 187 et seqq.
Vorabgesetz 1 19

W
Waiver
– law of utility models 13 75
Wear part 8 26 et seq., 125; 9 65 et seq., 69, 73,

76, 79 see also Repairs
Whole-content approach 2 424
Word processing 2 37, 47, 273, 275
Working method 2 354; 6 61, 63; 7 1, 72, 75,

88, 122; 8 48, 50; 13 40
World exhibition see Disclosure – international

exhibition
World Intellectual Property Organisation

(WIPO) 1 44, 47, 49; 5 131, 211; 6
Written warning 8 136, 169
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