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Kösel GmbH & Co. KG

Am Buchweg 1, 87452 Altusried-Krugzell

Typeset by
Reemers Publishing Services GmbH, Krefeld

Cover: Druckerei C.H.Beck Nördlingen
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Foreword

When the EUIPO was founded more than two decades ago, few would have predicted
the popularity that the EU trade mark (EUTM) enjoys today. Right from the start
demand exceeded expectations and the total number of applications filed by 600,000
users in more than 200 countries has now reached around 1.8 million.

Nevertheless, in spite of the success and economic importance of the EUTM, there is
to date only a small body of literature dealing with this EU-level right aimed at the
needs of IP professionals.

Under the editorship of Professor Hasselblatt, the current book and a companion
volume on the Registered Community Design (RCD) set out to address this gap in the
market by providing comprehensive pan-European commentaries in English, covering
the entire text of the relevant legislation for EU trade marks and designs ‘provision by
provision’.

As anyone working in IP is fully aware, we are living in a fast-changing, complex and
interconnected world in which IP rights have become an increasingly important topic
for policymakers.

New technologies are bringing developments in genetics, artificial intelligence,
robotics, nanotechnology, 3D printing, blockchain and biotechnology. These changes
are built on the transformations already made during the Digital Revolution and are
ushering in a Fourth Industrial Revolution.

Since the first edition of this book was published the Trade Mark Regulation has been
amended. As a result, there have been name changes – including the Office’s current
name and the EUTM – fee reductions, specific provisions for cooperation activities, and
some changes in governance.

Other changes include the abolition of the requirement of graphical representation
for trade marks, the Office’s new responsibility for certification marks, the streamlining
and modernising of procedural rules relating to oppositions and cancellations, new rules
on the presentation of evidence, and new rules of procedure of the Boards of Appeal.

Moreover, several clarifications and changes were made the effect of which was to
strengthen the protection afforded to geographical indications as well as traditional
terms for wine and traditional specialities guaranteed in the EUTM system.

In general, the legislative reform has brought about greater modernisation, harmoni-
sation and clarification with regard to certain legal issues.

Meanwhile, an enormous expansion of the number of IP rights registered globally is
under way. To take one example, in 2017, EU trade mark applications from China were
double the level seen in 2015, making China the third largest filing country after
Germany and the United States. In fact, during the early part of 2018, China overtook
the US in terms of applications filed.

In light of the amended Trade Mark Regulation and these other changes in the
business environment, it is refreshing to see the publication of a second edition of these
important legal volumes and the continued commitment to keeping pace with changes
in legislation and practice.

This is certainly important considering the increasing attention being given to all
kinds of IP rights and the recognition that intangible assets are now more important to
business value than things like property or land.
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We know from studies carried out by the EUIPO and the European Patent Office that
industries using IP rights intensively support, directly or indirectly, 38 % of EU jobs –
that is 82 million people – almost 42 % of the GDP and 90 % of external trade.

The same research demonstrated that several IP rights – trade marks, designs and
patents – are often used in a bundled fashion. The smart phones in our pockets enjoy
some kind of design protection, contain patented technology and are identified by a
world-famous trade mark name.

While the differences between rights should be acknowledged, so too should their
interdependence and the fact that the users of different IP rights dealt with by different
IP offices are often the same people.

The EUTM and its accompanying design right, the RCD, along with the Unregistered
Community Design, are part of a two-tier system of trade marks and design rights.
Consequently, the EUIPO works closely with national and regional IP offices to provide
a choice of national or EU-wide rights to entrepreneurs, depending on their business
needs. This relationship has been reinforced by the success of the European Union
Intellectual Property Network, which has built a wide range of shared IT tools to
modernise the trade mark and design system and which is also working to converge
practices.

We currently have seven areas of convergence, including two covering designs. Three
additional convergence projects deal with the use of a trade mark in a form differing
from the one registered; projects regarding 3D trade marks containing verbal or
figurative elements and the disclosure of designs on the internet are under way.

This partnership approach needs to be maintained and extended to other IP rights
such as patents if EU businesses are to get the support they need to capitalise on their
creativity and innovation. Indeed, the requirements for cooperation and convergence go
well beyond the borders of the EU. For this reason, the EUIPO continues to work on
behalf of the European Commission as the implementation agency for EU-funded TP
projects in many global regions in order to encourage greater convergence, transparency
and accessibility, particularly for the benefit of SMEs.

Against this background, there is an ongoing need for expert, updated and detailed
analyses regarding the legislation underpinning EU trade marks and designs

Professor Hasselblatt is a well-known and highly respected figure in the IP world. He
is a partner at the Cologne office of CMS Hasche Sigle, adjunct professor at the
McGeorge School of Law, Sacramento, and the Chicago-Kent College of Law, and a
member of GRUR’s expert committee for trade mark and unfair competition law.

In addition to personally authoring a number of commentaries, Professor Hasselblatt
has assembled an impressive list of co-authors for both volumes, including leading
figures in European intellectual property law drawn from a wide spectrum of law firms,
faculties and authorities.

The commentaries are written ‘by practitioners for practitioners’ and as such are a
very welcome and useful addition to the canon of literature on IP, deserving a place on
the bookshelf of any professional or student interested in the EU trade mark and design
system.

António Campinos
Executive Director EUIPO

Alicante, June 2018
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Preface

The international market for books in the field of intellectual property is largely
saturated. There is, however, a noticeable void in the area of pan-European commen-
taries in the English language on both the European Union Trade Mark Regulation
(EUTMR) and the Community Design Regulation (CDR). In fact, the low density of the
available English language literature is in striking contrast to the commercial impor-
tance of the European Trade Mark and the Community Design. The present Commen-
tary and the parallel work on the CDR aim to make a contribution to filling this gap.

This Commentary has been written by ‘practitioners for practitioners’, with a focal
point on the application, registration and enforcement practice regarding EU Trade
Marks. The authors of this work come from all walks of life and are all true trade mark
experts; the band of authors encompasses practising lawyers, legal scholars, judges and
EUIPO officials. Suffice to say that the Commentary reflects the personal views of the
authors and should not be attributed to their respective law firms and clients or
particular cases. In the case of EUIPO agents and officials, the views and opinions
expressed do not necessarily reflect those of the Office.

Instead of reflecting the legal conception of one or a few Member States, the
Commentary endeavours to interpret the EUTMR from a European perspective,
focusing on the plethora of decisions rendered by the Office, the GC and the CJ,
supplemented by important decisions handed down by the EU Trade Mark Courts,
namely where such decisions were rendered in ‘landmark cases’.

The format corresponds to that of a ‘traditional’ German commentary, dealing with
the entire text of the EUTMR on an article by article basis. As far as possible, the
commentaries on the individual articles are for the most part structured identically so as
to enhance the user-friendliness of the work. In addition, by way of cross references, the
reader’s attention is called to systematics not only in the EUTMR, but also to
similarities or differences in terms of the CDR. Where appropriate, the authors explain
the practical implications of the provisions contained in the new so-called ‘delegated
acts’ in accordance with Art. 290 TFEU, the EUTMIR and the EUTMDR.

The EUTMR commentary under A. obviously constitutes the main part of the
present work. However, the EUTMR does not regulate all of the proprietor’s rights but
limits itself to the right to injunctive relief, the right to prohibit acts in relation to certain
preparatory acts under Art. 10 and to the claim for reasonable compensation under
Article 11 (2) EUTMR. The Regulation remains silent about all other claims. Under
Art. 129 EUTMR, the courts are to apply their national law on all matters not covered
by the EUTMR. This holds true, amongst others, to many remedies in infringement
actions. Therefore, in order to achieve the quite ambitious goal of an ‘equal effect
throughout the Union’, it is of paramount importance to establish and maintain
uniform standards for the enforcement of the EUTMR in all EU Member States. At
the same time, it has to be ensured that, as far as it is possible, these standards will be
uniformly applied by the courts. In this respect, the Enforcement Directive (2004/48/
EC) has proven to be quite valuable, as it provides for a harmonized body of law. As it is
crucial for the proprietors of EUTM rights to be familiar with said legal framework,
under B. this Commentary deals with those measures and remedies that are not
regulated in the EUTMR.

Furthermore, under C. the Commentary includes a section explaining the enforce-
ment of intellectual property rights under the national laws in each of the 28 Member
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States. This entails the assertion of the proprietors’ IP rights out of court as well as in
litigation in summary and main proceedings. All of these ‘country reports’ are written
by experts from the respective EU jurisdiction and follow a uniform structure.

The Commentary is rounded off by supplementary rules, such as implementing
regulations and examination guidelines under D., followed by a Table of Cases under
E., reflecting the decisions cited throughout this Commentary.

Since the release of the first edition of this book in spring 2015, quite a few important
things have taken place in the realm of EU trade mark law. First of all, most of the
reforms proposed in 2013 have now matured into law. By way of Regulation 2015/2424
of 16 December 2015, the CTMR was comprehensively amended and the Regulation on
the fees payable to the Office repealed. Furthermore, the Trade Mark Directive was
recast at the same time. This brought years of discussions to an end concerning the
parallel proposals for a revision of the CTMR and a recast of the TMDir.

The reform was based, rightfully, on the assumption that the Community trade mark
system had stood the test of time, but that there was a need to ‘modernise the trade
mark system in the Union by making it more effective, efficient and consistent as a
whole and by adapting it to the internet era’ as laid down in recital 7 of the preamble
(Reg 2015/2424). The modifications of the EUTMR compared to the recast of the
TMDir are less radical, although Article 1 Reg 2015/2424 alone contains a total of 145(!)
amendments. Obviously, some amendments are merely terminological and do not
include any substantive changes, such as the switch from the designation Community
Trade Mark to European Union Trade Mark or from the term OHIM to EUIPO. With
regard to substance and procedure, the EUTMR brings about a number of changes,
some of which have mere clarifying character or merely adapt the wording of the law to
established case law. It is needless to say that all changes of material or procedural
nature will be dealt with in the respective context of this commentary. Reference is
made by way of example to the elimination of the requirement of graphic represent-
ability, the extension of the list of absolute grounds for refusal, the significant broad-
ening of the rights conferred by an EUTM, the first regulation of the acquisition of
intervening rights on the EU level up to the introduction of the certification mark. With
regard to increased user-friendliness, it has to be seen with gratitude that on 16 June
2017 a codified text was adopted. The codification of the EUTMR has to be welcomed
for many reasons, last but not least in the interest of clarity and rationality, as pointed
out in recital 1 of its Preamble. In light of all this, it is safe to say that it was high time
for a comprehensive update of this book. Finally, owing to its importance, the
consequences of Great Britain’s – unprecedented – exit from the EU (‘Brexit’) is dealt
with at some length, analysing conceivable scenarios and ensuing considerations for the
advisory practice under Article 1 EUTMR mn. 11–23.

The authors, the publisher and the editor would be very appreciative of readers’
comments and suggestions. Please send any feedback and criticism to gordian.hassel-
blatt@cms-hs.com.

Gordian N. Hasselblatt
Cologne, June 2018
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Rudolf Böckenholt)
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Alexander von Mühlendahl/Dietrich Ohlgart/Verena von Bomhard, Die Gemeinschaftsmarke, Munich
1998;

Detlef von Schultz, Kommentar zum Markenrecht, 3. ed., Frankfurt am Main 2012.

General Bibliography




